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HE 8EVEN I P COMPANY 
APPLICANT, 

A L P P E L L A N i : 

O.T. LIMITED AND ANOTHEB 
RESPONDENTS, 

RESPONDED I B, 

I',,ui, Mark Rectification "I regitta Expunging m 

[947. 
extensively in foreign country No utei in luttralia Ibsene, ot t 
km,nl,il,i, of existena of similar foreign mark Trad, !/.../• \,i 1905-1036 
(No. 20 of I90C No. 75 of 1936), ««. 71,72, II I. 

In ihe absence ..I fraud it ia not unlawful for a person to become the regie 1; 

tered proprietor under the Tradi Mark* let [905 1936 oi • mark which ha 
li'-eii HKetl. however extensively, bj another person as a mark Ei 
"i a foreign countrj provided the foreign mark has nol been used at aO in 
\n ii.ih.i at (he date nl the application for registration. 

The knowledge that a mark is registered in anothei n 
in considering whether the registrati I the mark would be likeh i 
.leee|ii i..11 III \n it ralia, 

Decision of li Miami J, affirmed. 

8 Y D S i N . 

A P P E A L from Williams .1. 

Upon an application made on 12th March 1940 on behalf of the 

Seven Dp Company, a corporation duly registered and incorporated 

under the laws of the State of Missouri. United States of America 

for the registration of the trade murk 7«p (hereinafter referred 

to as " 7Up ") in class 11, the Registrar of Trade Marks stated that 

purauanl to s, 25 of the Trade Murks Ad 1905-1936 he would not 

register thai trade mark because of the prior registration of the 

trade m a r k (hereinafter referred to as "8 U P " ) in tl ie 

s a m e class by O.T, Ltd, of Praliran. Victoria. 
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H. C. OF A. The Seven U p Co. was at all material times registered pursuant 
1947- to the laws of the United States of America as the proprietor of 

Tmt trade mark " 7Up ". 
SEVEN U P By a motion taken out under ss. 71 and 72 of the Trade Murks 

Co- Act 1905-1936, the Seven U p Co. sought the rectification of the 

O.T. LTD. register of trade marks by expunging, or, alternatively, removing 

therefrom the entry relating to the trade mark " 8 U P " on the 

grounds : (i) that the entry of that trade mark on the register of 

trade marks was wrongly made ; and (ii) that there had been no 

bona-fide user of that trade mark for a consecutive period of three 
years since the date of the last registration thereof. 

The facts appear in the judgments hereunder. 

R. L. Taylor, for the applicant. 

Hardie and Macfarlan, for the respondent company. 

Thomas, for the Registrar of Trade Marks. 

Cur. adv. vult. 

May 26. WILLIAMS J. delivered the following written judgment:— 

This is a motion made by the Seven U p Company, which is 

incorporated in the United States of America, under ss. 71 and 

72 of the Trade Marks Act 1905-1936 to rectify the register of trade 
marks by removing therefrom the trade mark " 8 U P " of which 

the respondent, an Australian company incorporated in Victoria, 

is the registered proprietor for a term of fourteen years from the 

date of application on 17th August 1939. The trade mark is 

registered in class 44 in respect of mineral and aerated waters. 

Two grounds are stated in the notice of motion, (i) that the 

entry of this trade mark in the register was wrongly made ; (ii) 

that there has been no bona fide user of the trade mark for a con­

secutive period of three years since the date of the last registration 
thereof. 

The second ground can be shortly disposed of. Counsel for the 

appellant did not abandon this ground, out said that he could not 

argue it. Regulation 13 (2) of the National Security {Industrial 
Property) Regulations provides that an order shall not be made 

under s. 72 of the Trade Maries Act 1905-1936 for the removal of a 

trade mark from the register if the court is satisfied that the want 
of bona fide user of the trade mark is due to circumstances attri­

butable to the war. The National Security Act expired on 31st 
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December 1946, bul this provision has heen continued in force by H- c- m -
the Defence (Transitional Provisions) A<t |!I(<;. The constitutional _^J 

validity of this provision as an exercise of the defence power was T[[K 

not challenged. The respondent has not use.! the trade mark B*VTW U P 

since it was registered, hut the evidence satisfies m e that thi> is due 
to circumstances attributable to the war. This (.'round therefore O.T. LTD. 

fails. Williams J. 

The contest has centred around the first ground. During the 
argument I was asked to extend the ground to include an entry 
w rone|v remaining on the register, hut there is not sufficient evidence 
to support an order that the register should he rectified on this 
extended ground. Tin' evidence in support of the motion is con­

tained m the affidavit of II. c. Grigg, the president of the applicant 
company. Counsel for the respondent objected to those portions of 

this affidavit which relate to events occurring after 17th August 1939, 
and this evidence is iii m v opinion inadmissihle. Paragraph II of 

the affidavit relates to negotiations in 1939 between the applicant 
and one Guy I lutein nson of Melbourne, now deceased, with a view to 
placing its beverages and products on the Australian market. The 

paragraph states thai, in or before the month of December 1939, 
a case of beverages and a quart jug of extract were imported into 

Austraba by Hutehinson bearing the trade mark " 7 U p " to assist 

him in the Bteps he was taking to put these products on the Aus­
tralian market. In the absence of evidence thai the goods were 
imported prior to 17th August 1939, I rejected this evidence as 
inadmissihle. Paragraph 15 of the affidavit states that products 

of the applicant have been advertised under the trade mark " 7l'p " 
in three publications which circulated in Australia prior to the vear 

1940, namely: " T h e National Carbonator and Bottler," " T h e 
Crown of Baltimore," and the "Journal of the America! .Medical 
Association." This evidence was objected to unless these journals 

were produced. The only journal produced was " T h e National 

(larbonator and Bott ler," hut the advertisements relied on in copies 
of this journal were not advertisenients for the products of the 

applicant, although thev did contain representations of liottles of 
beverages with " 7 l * p " upon them. In the end counsel for the 
applicant did not seek lo tender these copies in aid of par. lo. hut 
he extracted an admission from II. \\ . Holmes, a director of the 

respondent that litis company subscribed to this journal and sought 
to lender copies as evidence that the respondent knew that " 7Up " 
was used as a trade mark in America at the date it applied for regis­
tration "f the trade mark " S U P ". Hut the director only became 
a director of the respondent in 1942 and aware that the respondent 
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H. C. OF A. w a g a subscriber after that date so that he could not make an 

^fj admission relating to the period prior to 17th August 1939. How-

THE ever ̂  appears from his evidence that John Dickson, the managing 
SEVEN U P director of the respondent, until his death in 1942, was in the habit 

°' of making business visits to the United States prior to 1939, and I 

O.T. LTD. have no doubt that in 1939 he was well aware of the existence of 

wuiiams J. the applicant and that it was using the trade mark " 7Up " in 
that and other countries in connection with its business. 

Those portions of the affidavit which were not objected to prove. 

that the applicant was incorporated under the name of the Howdy 

Company in 1921 and changed its name to the Seven U p Company 

in 1936. Since 1928 the applicant has continuously used the trade 

mark " 7Up " in the United States and in a large number of other 

foreign countries to designate its goods including extracts and other 

ingredients for making beverages and spjups sold by it, and for 

designating beverages manufactured therefrom in the manner herein­

after mentioned. The applicant commenced to use the mark in 
Canada in 1932, and soon had an extensive business there. Since 

1938 its business in Canada has been conducted by a subsidiary 

company, Dominion Seven U p Co. Ltd. The applicant has been 

the registered proprietor in the United States of the trade mark 

" Seven U p " since 4th October 1928, and of the trade mark 'J 7Up " 
since 24th September 1935. It has used these trade marks by 

itself producing or having produced for it the extracts and certain 

other ingredients which are used to manufacture the aerated 

beverages sold in bottles marked " 7Up " and supplying these 
extracts and ingredients in appropriate packages bearing the trade 

mark " 7Up " to plants independently owned and operated, known 

as bottlers. The bottlers are each allotted by agreement certain 

exclusive territory. The bottlers manufacture the beverages in 
accordance with a formula supplied by the applicant, and are 

required to maintain a standard of quality and purity under the 

supervision and tests of the applicant. The bottlers mix these 

extracts and other ingredients of the applicant with their own sugar 
and other ingredients and so produce a syrup. The beverage is 

manufactured by the bottlers from water, the syrup, and carbona-

ting gas or carbon dioxide. It is the exception and not the rule 

for the applicant to handle either the syrup or the finished beverage. 

The bottlers bottle the beverage in standard bottles having thereon 

a label including the trade mark " Seven Up," the whole process 

being in accordance with standards fixed, supervised and enforced 

by the applicant. The bottlers and the applicant co-operate in the 
advertising of the goods under the " 7Up " trade mark. 
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The whole of this evidence relates to the user of thi tradi mark 

outside Australia. There is no evidence that prior to 17th \ 

1939 the apphcanl had ever used the trade mark " Seven Up " in 

Australia, or thai there ociation in the mind- nf the 

Australian public between the expression "Seven Up "! 71 

and the business of i he applicant. Tin- respondent had ue 

the expression " 8 U P " as a trade mark before it apphed for i 

tration. Bu1 it is sufficient if the applicant proposes to use the 

mark upon or in connection with goods for the purpose of indicating 

ihai ihev are iis goods by \ in ue of manulaet ut.-. selection, certifi 

cat ion, or offering for sale. 

It appears lhat early iii 1939 V. W . Holmes believed thai 

was inevitable m the ncu Inline, and that the respondent would 

be called upon to produce large quantities of goods for the at 

force,, and suggested io the maaaging director that an appro 

priate trade mark for an aerated beverage for the ai 1 force* 

would be a mark consisting of the wind " Australian National 

hunk'' ai the top of a label, combined with the expression 

" 2 t'p" in the centre, and on the left hand side a figure tossing 

two coins III the an with the word " H e a d s " underneath, He 

produced a sketch to this effect, but the managing direi tor did aol 

iippro\ e of ihe sketoh and ihe mailer was dropped. Subsequently 

the managing director himself apphed for'the registration of" 8 1 P 

bui he did this on his own imiialive and there i- no evidence of the 

circumstances leading up to the application. Bui I have no doubt, 

as I have already said, that he knew of the existence of the apphcanl 

and ils trade mark, and I have little doubt thai his decision to 

register " 8 U P " in class 11 was influenced to a considerable 

extent by the desire to make ii difficult for the apphcanl to com­

mence business in Australia in competition with ihe respondent. 

Counsel for the applicant contended thai ihe entry in lie 

was wrongly made because the respondent was noi at the date of 

(he application lo register " 8 U P " the proprietor of the mark 

withm ihe meaning of the Trade Marks Act. lb' submitted that 

" 8 U P " was a clear piracy of " Vl'p ". and that the applicant was 

the proprietor o\' " 71 p ". and as such the onlv person entitled to 

register " T i p " or any mark so nearly resembling " 7 U p " as to lie 

likely lo deceive. 

H e also contended that " S U P " was a mark which should not 

have been registered because it was a mark which was likely to 

deceive the public into believing that the goods upon which it was 

used were the applicant's goods and was therefore disentitled to 

protection in a court of justice within the meaning of B. Ill of the 
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Act. This section provides that no such mark shall be used or 

registered as a trade mark or part of a trade mark. H e also con­

tended that the application to register " 8 U P " should have been 

refused because it was not made bona fide but in order to prevent 

the applicant from registering " 7Up " as a trade mark in Australia 

and carrying on business here under its established mark. 

In the case of Re a Trade Mark of the New Atlas Rubber Co. Ltd. (1) 

an Italian firm trading in Italy had a trade mark there consisting 

of the word " Talisman " which it used on goods sold in Italy. 

It ordered rubber heels for some of these goods from a company in 

England which were manufactured in England stamped with this 

word and the initials of the Italian firm. The English company 

registered the word " Talisman " in England as its own trade mark. 

It did so to prevent the Italian firm ordering heels from any other 

company in England. The trade mark was ordered to be removed 
from the register. Astbury J. said :—" It was contended on behalf 

of the Respondents, that if territorial, the same mark may exist in 

different countries, registered in different people's names. That 

is quite true as a bald statement. There may be cases, of course, 
where a man in this country may innocently register a mark which 

happens to be a trade mark of some foreigner in some foreign 

country. It certainly is not a practice to be encouraged, and very 

little is required to prevent such a registration, if the facts are known 

to the registrar, from being permitted. But it is perfectly plain 
that, if there has been user in this country by, or on behalf of, the 

foreign owner of the mark, then the person who has so used that 

mark, as agent for and on behalf of the foreign owner, cannot 

appropriate it as his property by registration. . . . Although 

there had not been any public user in this country, there had been 

a limited user of the mark, and that, in m y judgment, was sufficient 
to prevent the respondent from legally registering it " (2). 

In a case in this Court, Blackadder v. Good Roads Machinery Co. 

Inc. (3) a company incorporated in the United States manufactured 

and sold there road-grading machinery under the trade marks 

" Winner " and " Champion." These machines were for several 
years imported into and sold in Australia by a local company. 

The machines were at first imported and sold under the word 

" Champion." Subsequently the goods arrived in this country 
bearing either word, but where the goods were marked " Winner " 

the local company obliterated or removed this word, and substituted 

the word " Champion," so that the machinery was always sold in 

(1) (1918) 35 R.P.C. 269. (3) (1926) 38 C.L.R. 332. 
(2) (1918) 35 R.P.C, at p. 275. 
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Australia under the trade mark "Champion." Orders were how­

ever given and invoices and advertisements despatched to Australia 

describing the good as " Winner " machines. Subsequently Black-

adder and a partner who had been employed by the local company 

el up a business on their own account in the same kind of machinery, 

and obtained registration of the word " Winner " a- a trade mark 

in respect of such machinery. The American companv applied to 

rectify the register of trade marks. The application succeeded 

before Starke .1. and an appeal to the Full Court was dismissed. 

Starke .1.. after pointing out that the facts did not establish that 

ihe wool " W i n n e r " had become distinctive in Australia of the 

road-grading machines of the American companv. said that. 

"The American company had lawfully used the word in Australia 

In t he 11 nut ed wav already mentioned, but had acquired no exclusive 

right to its use. The effect of the registration of the word bv 

Blackadder is thai ihe American company cannot register tin- word 

or use Ihe name in Australia. The registration ol' the word will 

prevent I he company which originated it from applying lhat word 

to machines senl to or sold in Australia. The cases establish, in 

mj opinion, that Blackadder was not. m the circumstances stated, 

the proprietor of the mark or entitled to its exclusive use and 

registration " (I). His Honour then cited a number of cases inclu­

ding the above decision of Aslhui// .). (2). Isaacs J. said m the 

full I ourt that : "In a very real sense the name " (Winner) " was 

the trade property of ihe American company. It was BO closely 

associated with goods sold, it is true, in America, but for shipment 

io Australia, (hat if the respondent were now applying for regis­

tration, I should feel constrained to exercise m v discretion to refuse 

the application to register " (3). 

In liu/.c.e Electrical Ltd. v. Weinbaum (ll it was held that an 

English Company was entitled to register as a trade mark in England 

the word " Dario," which was already being used as a trade mark 

in the same class of goods in France by a French companv. Totnlin 

.1. (as he then was) said : " The armiment presented to m e hv the 

defendant in support of the motion to rectify is, as 1 understand, 

m elicit this: If a manufacturer in some foreign country has A 
mark registered in that foreign country, that is a mark which 

cannot be registered in this country, or at anv rate which cannot 

be registered in this country by anybody who ever imports the 

goods manufacl ured by i he owner of the mark in a foreign country ; 

(l) (1926) 38 C.L.R., m )>. 337. (3) (1926)38C.L.R.,a1 pp.340,341. 
(2) (1918)38 R.P.C. 269. <4i (1927) 44 R.P.C. 406. 
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H. C. OF A. arL(j the Apollinaris Case (1) is cited as an authority in support of 
1947- that proposition. It seems to m e that the whole contention rests 

T ^ on a misapprehension. For the purpose of seeing whether the mark 

SEVEN U P is distinctive, it is to the market of this country alone that one has 
Co' to have regard. For that purpose foreign markets are wholly 

O.T. LTD. irrelevant, unless it be shown by evidence that in fact goods have 

WABBIM s ^een sold in this country with a foreign mark on them, and that the 
mark so used has thereby become identified with the manufacturer 

of the goods. . . . If that be shown, it is not afterwards open 

to somebody else to register in this country that mark, either as an 

importer of the goods of the manufacturer or for any other purpose. 

The reason of that is not that the mark is a foreign mark registered 
in a foreign country, but that it is something that has been used in 

the market of this country in such a way as to be identified with a 

manufacturer who manufactures in a foreign country. That, I 

venture to think, is the basis of the decision in the Apollinaris 

Case (1) "(2). 
In Re an application by Notox Ltd. (3) it was held that an English 

company was entitled to register as a trade mark in England the 

word " Notox " which was already being used as a trade mark in 

the same class of goods in the United States and other foreign 
countries by an American company. Luxmoore J. (as he then was], 

after referring to the evidence of user of the word " Notox " in the 

United States and other foreign countries said that this user " is 

really of no assistance, and I a m satisfied that the evidence . . . 
is wholly irrelevant, for it relates to user abroad and does not 

relate in any way to user in this country " (4). 

In Re the Trade Mark of Elaine Inescourt (5) the goods of a Swiss 

trader had been imported into England and sold there by the 

importer under the trade mark of the Swiss trader which consisted 

of the words " Le Vampire." The importer became the registered 

proprietor of this trade mark in England. The Swiss trader applied 

to rectify the register. Eve J. granted the application. His Lord­

ship said :—" The result of the evidence is that the mark was used 

in this country in connection and as identified with the applicant's 

goods before the application to register, and when that application 

was made it was not open to the respondent to claim successfully 

any right to the mark for herself. . . . This conclusion is id 

accordance with the decision of Mr. Justice Stirling in Re the Euro* 
pean Blair Camera Co's. Trade Mark (6) and in no way departs from 

(1) (1891) 2 Ch. 186. (4) (1930) 48 R.P.C, at p. 178. 
(2) (1927) 44 R.P.C, at p. 410. (•".) (1928) 46 R.P.C. 13. 
(3) (1930) 48 R.P.C. 168. (6)" (1896) 13 R.P.C. 600. 
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the principle applied by Mr, Justici Tomlin in the Dai 
Case f h " (2). 

In m y opinion the effecl of the is thai in the absence of 
fraud it is not unlawful for a tradei to become tl red pro 
; rietor under the Trade Marks A'* of a mark which has Keen us,.,| 

however extensively, by another trader a- a mark foi similar goods 

m a foreign country, provided the foreign mark bas not been 
al all m Australia al the date of the appbcation for registration. 

I'm the position is differenl if a1 1 hat d. 
identified with the goods of the foreign trader in Australia 
those goods have been brought into A list in Im le, tin- fi i.ulei 

himself or by some importer or in some other manner. The courl 
frowns upon any attempt bv one trader to appropriate the mark 

of another trader although that trader is a foi I tip' 
mark has onlv been used bv bim in a Ion i try. It 1 
seizes upon a very small amounl of use of the foreign mark iii \ e 

Iralia lo hold that it has become identified with aid distin ti 

the goods of the foreign trader in Australia. It is nol thei 
which another trader is entitled to appl} to regi ter under the 
Trade Mttlh'* Act because il is N< o his property but the plopeltv of 
the foreign trader. The regie rar is entitled tu refuse to rej 
the mark for such goods, If it has I n registered t; 

reelify ihe register on the ground thai the mark is wronghj ent 
on i he register, 

fun her, if at the date of the application lor registration, the n 
nf the foreign trader, although i1 his nol been used in \ 

has nevertheless become associated in ihe minds of the Australian 
public with Ins goods 1 ecause it has been advertised in publications 

which have circulated extensively in Australia or in some other 
manner, ihe registrar is entitled to refuse to register the 
such goods because ll is likelv lo deceive. I f i i has been registered 

the court m a y rectify the register on the m o u n d that the mark is 

wrongly entered on the register. (Inn Remfry's Trad* M"c:. 

Radio Corporation Pty. I.ttl. v. Disney (I) ). 
But none of these circuinstances exist in the present ( as,.. There 

were no business or other arrangements between ihe apphcanl 
the respondent which made it fraudulent foi the respondent to apply 

to register " 8 U P " on L7th August 1939. The mark " 7TJp " had 
never been used on I be goods o( the applicant in Austraba and had 

never become associated in the minds of the Australian pubhc with 
its goods at that date. 

11»27) it R.P.C. lev sue j.i V.U.R. 41. 
1928) 16 1! P.O., ut p. i'u. L.R. 44s. 



212 « H I G H C O U R T [1947. 

H. C. or A. -por these reasons I must order that the motion be dismissed and 

Ĵ 4'" that the applicant pay the costs of the respondent and of the 

T H E Registrar of Trade Marks including reserved costs. 
SEVEN U P From this decision the applicant appealed to the Full Court. 

Co. 
v. 

O.T. LTD. R. L. Taylor (with Barwick K.C), for the appellant. The entry 
Aug 19 was wrongly made because the respondent company was not entitled 

to register it. It was registered by that company for the purpose 
of preventing the appellant from using its trade mark within the 

Commonwealth. Prior to the making of the entry the then mana­

ging director of the respondent company knew of the existence in 

the United States of America of the appellant's trade mark. The 

appellant's trade mark is entitled to protection under s. 114 of the 

Trade Marks Act 1905-1936. Although the mere fact of a trade 

mark being registered in a foreign country is no ground for opposition, 

the registration of the same mark in this country, for the purpose 
for which the registration is sought here, amounts to a piracy of the 

foreign trade mark, the motive being to prevent the foreign pro­

prietor from using his mark in this country. A mark registered in 

order to give effect to such a motive should not be allowed to remain 

on the register. A somewhat similar problem was considered by 
the Court in Blackadder v. Good Roads Machinery Co. Inc. (1). 

The cases cited in the judgment under appeal were all cases in 
which the registration in England was an innocent one. Although 

the trade mark " 7Up " was not used in this country there was a 

possibility of trade here which would be prevented. There aTe 

circumstances which fall short of fraud which disentitle a person 

from registering a conflicting mark. The respondent's mark was 

calculated to deceive the public and, therefore, is disentitled to 
the protection of s. 114 (Eno v. Dunn (2) ). Apart from any question 

of deception, and apart also from user and reputation in this country, 

the court will not allow the register of trade marks to be used for 

the purpose of preventing other traders from coming here who 

otherwise lawfully might come here. The position dealt with in 

In re Remfry's Trade Mark (3) is the precise position in this case. 

Although there was a user in Re the European Blair Camera Co'*. 
Trade Mark (4) ; Re a Trade Mark of the New Atlas Rubber Co. 

Ltd. (5) ; Impex Electrical Ltd. v. Weinbaum (6) and Re the Trade 

Mark of Elaine Inescourt (7) those cases left untouched the question 

whether it is necessary in every case that a foreign applicant should 

(1) (1926) 38 C.L.R. 332, at pp. 337, (4) (1896) 13 R.P.C. 600. 
338. (5) (1918) 35 R.P.C. 269, at p. 275. 

(2) (1890) 15 App. Cas. 252. (6) (1927) 44 R.P.C. 405. 
(3) (1897) 23 V.L.R. 44, at pp. 49, 50. (7) (1928) 46 R.P.C. 13. 
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establish user, Foi example, he can succeed if he can establish 

that the trade mark was taken from hnn in the circumstances out -

hned m Iu re Ui tn/ii/'s Trade Mark (I | that is. stolen w ith a dishonest 

motive. Priority of an application m poinl of time is no* 

and determining requisite ; regard must be had to the a* 

which actuated the making of the a ppheat ion. The user m R* a 

Trad* Mud of the 'Sew Alius Rubbei Co. Lit/. VI) was nut ,, pubhc 

user, and one of the grounds for expunging the mark from the 

register was the motive of the proprietor when he applied for the 

ration thereof. That ca.-e do. nol BUggesI lhat ill every Case 

there must be .1 iis.i. User of the mark in the country in which 

ihe removal is soughl meTely makes the matter .asiei and more 

convenient to determine. Attention is invited to the observations 

in //; ee A poll i iiar is ('tis. Trade Minis (.">). The question as to 

who could register was deafl within In re Hudson's Tunic Marks (11. 

Newman v. Pinto (5) is an illustration of circumstances in which 

a n uirk would be disentitled to the protection of a court of justice. 

Such a mark' could, no doubt, be expunged under s. M l . /,'. ,;,. 

Application by Notox Ltd. (6) tinned on whether or not then- had 

been such a user by the American companv there concerned as 

would render ihe registration liable 10 cause confusion. In view 

of the finding of the judge of first instance that the respondent 

companv. through its managing director, knew of the existence of 

the mark " 71 p " and ils reputation ill America and that he obtained 

registration of the mark " 8 U P " with a view to preventing the 

Seven l'p Co. from trading ill Australia, such mark is disentitled 

io protection under s. III. The mark " 8 U P was used bv the 

respondent company and it was nol the registered proprietor thereof 

within ihe n ica nine of the Ten tic Marks Act in the sense that it was 

not something invented by thai company or used bv it. but was 

taken bv the company from " 7 l ' p " therefore the respondent 

company cannot be registered as i he proprietor of the mark " 8 I 1'. 

Iluitlic K.C. (with him Muefarlau). for the respondent company, 

and Thomas, for t he Regisl rar of Trade Marks, were not called upon. 

The following judgments were debvered : 

LATHAM C.J. Mr, Taylor has argued earnestly but I think the 

appeal must be dismissed. 

The application before his Honour .Mr. Justice II ' VS was an 

application to rectify the Register o\' Trade Marks by removing 

,D (18»7) 23 V.L.R. It. L886) 32 Ch. D. 311, al v. 319. 
(2) ilt'lsi ;!;> R.P.C. 'Mi. 1887) 57 L.T. 31. 
(») tlsiui 2 rh. 186, .ii p. 226. 1930) is R.P.C. (68. 

vol . i \ w . U 
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from the register a trade mark consisting of the figure " Eight" 

and the word " U P " in a circle, registered by the respondent 

company, O.T. Ltd., in respect of class 44. The application was 

made under s. 71 (b) of the Trade Marks Act which provides that, 

subject to the Act, the court on the application of any person 

aggrieved, or of the registrar, m a y order the rectification of the 

register by the expunging of any entry wrongfully made in or 

remaining on the register. 
The appellant company, the Seven U p Co., relied upon s. 114 

which provides : " N o scandalous design and no mark the use of 

which would by reason of its being likely to deceive or otherwise 

be deemed disentitled to protection in a court of justice, or the use 

of which would be contrary to law or morality, shall be used or 

registered as a trade mark or part of a trade mark." 
It was contended for the appellant that the facts showed that 

the registration of this trade mark would result in a mark being 

registered which was either likely to deceive or which would other­

wise be disentitled to protection in a court of justice. 

The application for registration of " 8 U P " as a trade mark-

was made on 13th August 1939 ; it was proved to the satisfaction 
of his Honour that the appellant company had a large business in 

beverages and soft drinks, in connection with which trade marks 
are used, in the United States of America and Canada and other 

countries. The American company is registered in the United 

States of America and other countries as proprietor of a trade mark 

consisting of the figure " Seven " and the word " U p " in a square ; 
the company has no registered trade mark in Australia. 

The case has been argued upon the basis that there is such a 

similarity between " Eight U p " in a circle and " Seven U p " in a 

square that, if an original application had been made for either 

when the other was on the register, the application should have 

been rejected because the registration of the other mark would be 

likely to deceive : vide s. 25 of the Act. 

A n objection based on non-user by the respondent was abandoned 

by reason of provisions of National Security (Industrial Property) 

Regulations which excused non-user due to war conditions. 
It was found by his Honour that the applicant had never used 

what I call its American trade mark " Seven U p " in Australia 

and that the applicant company had no trade here. His Honour 

expressed his finding as to user in these words :—" The whole of 

this evidence " (the evidence for the applicant) " relates to the user 

of the trade mark outside Australia. There is no evidence that 
prior to 17th August 1939 the applicant had ever used the trade 
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mark " Seven I'p " m Australia, or that there wa jsociation "• ' "' A" 

m the minds of the Australian pubhc between the expres _ : 
" Seven U p " or " 7l'|i " and the business of the applicant. 

respondent had never used the expression " 8 U P " a- a trade SKV-KH L P 

mark before it applied for registration." 
His Honour also found thai the managing director of O.T. bid. " ' '•"'• 

knew of the existence of the applicant and of its trade mark 111 , 

America. His Honour said: " I have little doubt that his 

decision to register " 8 U P " in class || wa- influenced to ,, con 

siderable extenl by the desire to make it difficult foi the appli< 

to commence business in \u tralia in competition with the respon­

dent." 
If it had been shown that the applicant Company had Used Its 

trade mark here, there would have been reason for withholding 

registration or now for rectifying the register on the ground that 
the registration of ihe trade mark " Eight I p would be likely to 
deceive; however, there is no such ground. 

The use of Ihe hade mark elsewhere than in \iistralia is nol in 

itself a relevant matter, nor is registration of the trade mark abroad 
ill itself a relevant matter. His Honour referred lo what was said 

on t his subject by Mr. Justice Tomlin (as he then was) in the case of 
liiijii.e Electrical Co. v. Weinbaum (I). Tomlin J. said: "For 
the purpose of seeing whether the mark is distinctive, it is to the 

market of this country alone that one has to have regard Foi 
that purpose foreign markets are wholly irrelevant, unless n be 
shown by evidence that in fact gopds have been sold m this country 
with a foreign mark on them, and that the mark SO used has th.aebv 
become I del 11 I lied w it h the m a II ll fact il rel of t he g Is." 

That principle was applied bv m y brother Stock, in the case of 

Blackadder v. Good Roads Machinery Co. Inc. (2). 
Il was found that the managing director of O.T. Ltd. knew of 

the use of the appellant's trade mark in other countries and that 

he intended by obtaining registration here to prevent oi- limit 

competition by the appellant in Australia. In m v opinion the 

knowledge that a trade mark is registered in another country or 

used m another country is irrelevant in considering whether or not 

the registration o(' a mark would be likely to cause deception in 

Australia or in considering whether the mark is otherwise disen­

titled lo protection in a court of justice. User in Australia would 

be relevant. So also would tacts establishing a breach of confi­

dential relations or any fraud. There were no relations between 

the parties in tins case before or at the tune w h e n the application 

(1) (1927) ii R.P.C., at p. 410. (-M (1926) 38 C.L.R. 332. 

file:///iistralia
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A- for registration was made and there is no ground for suggesting 

fraud. The desire to use in Australia a successful trade mark in 

competition in trade with a person who m a y come here and who 

t'p uses that trade mark in another country cannot be described as 

fraud or as involving any breach of the law. 
Accordingly I agree with the words in which his Honour summed 

up his decision as to the effect of the cases which he considered, 

namely, " In the absence of fraud it is not unlawful for a trader to 

become the registered proprietor under the Trade Marks Act of 

a mark which has been used, however extensively, by another 

trader as a mark for similar goods in a foreign country, provided 

the foreign mark has not been used at all in Australia at the date 

of the application for registration." 
Agreeing as I do with that statement of the law, I a m of opinion 

that the appeal must be dismissed. 

RICH J. The only ground in the notice of motion argued in 

this Court is that the entry on the register of the trade mark " 8 U P " 

was wrongly made. The second ground was not pressed. At the 

hearing it was suggested that the use of this trade mark was an 
endeavour by the respondent to go as close as it could to " 7Up " 

without fraud. But, as his Honour pointed out, if fraud were 

charged, an issue of fraud must be raised. Before this Court Mr. 

Taylor disclaimed fraud, but suggested that the action of the 

company could not be justified in a court of justice. His Honour, 
however, found that there were no business or other arrangements 

between the parties which made it fraudulent for the respondent 

to apply to register " 8 U P " on 17th August 1939. 

Although the mark " 7Up " had been extensively used in the 

United States, there had been no user of it in Australia. It is to 

the market of this country alone that one has to have regard. For 

that purpose foreign markets are wholly irrelevant unless it can be 

shown by evidence that in fact goods marked with the foreign mark 

have been imported into this country and the foreign mark thus 

acquires this characteristic that it is distinctive of the goods of the 
manufacturer : Impex Electrical Ltd. v. Weinbaum (1) ; Re an 

Application by Notox Ltd.(2) and cases cited by Mr. Justice Williams, 

to which I would add Rolls v. Isaacs (3). 

In the absence of fraud or unfair dealing on the part of the 

applicant, and in the face of the finding that the foreign mark 

" 7Up " has not been used on the goods of the applicant in the market 

(1) (1927) 44 R.P.C. 405, at p. 410. (3) (1881) 19 Ch. D. 268, at p. 276. 
(2) (1930) 48 R.P.C. 168, at p. 178. 
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o| tins country in such a way ae to be identified in Australia with H- ' • 01 A-
the gOOds Of the applicant at I 7t h AugUSt 1939, it Wag op.-n to 

the respondent to chum registration of tin. mark " 8 U P T H K 

For the.- ,,., on I agree that the appeal should lie dismissed. SEATED C F 

STARKE .1. 'flu- Seven Up Co. ha- not acquired anv trade mark O.T. LTD. 

III Australia either by registration or by user of the mark " 7 U p 

nor has it imported anv goods into Australia or advertised anv 

goods m Australia on or m which the mark " 7 U p " appeals. 

In these circumstances, there i~ no legal objection to the r._ 
tration by O.T. Ltd.. of the mark " 8 U P " as B U,o\e mark, w hat 

ever one m a y think of the propriety of its action. 
I agree that the appeal should be dismissed. 

Appeal dismissed. Appellant to pay costs "I 

the respondents. 

Solicitors for the appellant. Owen Jones, McHutchinson dt Co. 

Solicitors for the respondent company, Mimic, Hamilton dt 
Derham, Melbourne, by Dawson, Waldron, Edwards & NichoUs. 

Solicitor for the Registrar of Trade .Marks. //. /•'. E. W/iitltim, 

Crown Solicitor for the Commonwealth. 
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