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J'tmGltt}TT STARKE J. 

TJettarB ;'atent;) l~o !2079/TSCf!., were granted to Herb•3rt Willi::un 

Ga.rra.tt on the 26th ,Tu.1~· !?87 1 for a tsrm of !4 years from that do.te 1 

for an invent icn 'iThich oons 1ste;.\ of improvements in oonneot ion with. 

lccomt)t ive enginea 1 p.: .. rt:toularly in r~~e-rd to those of th'3 double boe;ie 

type. The imrrovemente sut!gesjled for engines of this type were large 

boil.er:a 1 with ~ low centre of gravity, oa.rriec.\ in a. fr3.1lle of the shortest 

length praot 1oa.ble 1 a.nd cor.nected, su'bsta.nj;ia.lly wi tho,;.t overhang, s.t both 

ite ends, "by swivel centres, to two self driven bogie ta.nks,oa.rry~ne; fuel 
·. . . 

a.nd water eup}.)ly as 'lvell aa the steam cylinders· a.n.d the driving rrieohauism 
. . . 

for the wheels • Barratt a.leo obtained TJettere Patent for .the earne in-· 

vention in otlJ.er countries, In September !9)el1 Q·a.rratt ma.de c.n agreetnent 

with Beyer Peacock ~nd Co J~t<11 whereby. an exclneive license and authority 

we.s granted. to Beyer Peu.cook and Co Ltd to -tr;a.ke, uee, exercise, and veu.<.'l. 

the invention in Av.stralia du.ring th~ whol~ t.erm thereof, c-r o.ny. prolon-
. ~r . 

gat don or extension· of the same. Similar 1 ioenaee were grant ad iK other 
. .. . .A 

countl'ies, ·in which protection had also 'been obtained for the. in.ve:ltion. 

Garratt died in England on the 25th Septamb€r !9!3, leaving a. 
e . . 

will,!lfhe-rby . h~ a:r·;·ointed hie Nife touise Garratt his executrix a.n.:l trus-
" 

tee. The will '!lc;;.s provf~ci. hi Ellgl;:..nd. on the 24th December !9!3 'b7 the 

w1dcnv, but, ao f;;:..r OJ.9 I kr.mv, a hM not been :prov~d in A'i.l.Stralia. The 

· Aus.trali::..n Pt..te.nt expired on the 26th .Tu.ly I92I. But in May I92I notioe 

waa giv.eu in the mu1'!e of H .w· .Garratt of hi a intention to apply for an. ex­

tension of the t.ettere l?;;.t,~nt :purs1.1.u.nt to the provisior.s ,of the Patents 

Act I 90J-I 9"J 9 e. 54. .t..:;·;·lio~tipna were wade later in the aarae y~ar under 
• 

the Patents !femporary Regulations !9!4 1 forf,Lextenaion of the time to 

ff.dverthe ana. :r;;re,:;ent 0. petition for a.n extension of the patent, but by 
had been 

the month of Jtugust T ;..p. thesr.;o.pplioations WJU~ refused 
. . ~ 

The Pl:.tentsfAot !92I l'Jo. 21+ waa pas<;~ad on tho 15th D·:.oemi::HH~ I92I, 
this Act 

a..nd. un~r./ted s .84- of th~~ :;;;rinc:tpal Acts I90~,-I9)9; ~vhich ra..:;.uired ape­
A 

tH;ion for extension of ·the term of a };.>at<mt to· 'be r·reaented a.t leu.st 

six monthe 'l.J.::.~fol'e tlH.~ tithe liu;ite'i fttr the e;.-piration c,f the ];:'~tt.mt~ By 

., 

·· fhe, wnen_diug t.o.t th~ court 113 emp:ewif.pe.d in tts .. ~,;s:oretiori> e.it~er ~.~fore. ·r 
:c_~:h 

; . . .··.·.· ..... ~ii,, 
- -- '------ ~ . .,;;''""· ~"""-""-
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expirdtion of· the term of a patent, to ·ext~nd the period 

:prooeedl:nge may be taken f-or· the ext ens ion of tl"lf:" term·: 

Mrs r..~ouise Ga.rra.tt~ the executrix o! the inventor~ ar.d Beyer Pea.­

oock and Co Ltd, the exclusive licensee~ filed, on the 20th February I922 1 

. notice of a motion in thiEI Court. for (amongst other thi:cgs). an order th.J.t 

· the period within which proceedings might .be G.u.ken for· the ext ens ion of the 

term;· of· the Letters Patent be extended~ On· the. I 7th 'Mu.y I 922,. a petition 

to the Cc,J.l't was also fi.led, 'cy Urs Garratt a.nd·Beyer Pea.oook and Co Ltd, 

praying for an ext•mslon of the p:::..tent. Both the F~Uee motion ancl the 

petition came on for hearing before. me in bof I92{! The commissioner 
. " 

of Patent.e a.p};·eared,. on the proceedings t? ass 1st· the court . Tb.e · Go,rernmnt 

:-of the State of western Australia. and the Mi rrl.ste~ for Rai·lwaye, and alED 

the Oort1.mi8sioner of Railw:l>ys fot" that State~· who ha.d lodgeil os.vea.te agu.iust 
-·; ": .. 

the extension of the L.~tters Patent, appeared to oppose both the motion and 

i the petiti,on. It was quite irregL;lar to file· the petition before an ex-­

tension· of time had be~~ tiPalilte4 obta.ine.d within whioh the pr-ooeedings 

might "be tWten, but I intimated,. in the pe_culiar oircurnstanoes of the case, 

that I wouiahea:.r both th~ motion a.nd the petition before finaliy deciding . . . . . 

whether a.n e.xtension of time to present the :petition should be allowed. Ul-

timately; the proceedings •nere a.djourned 1 on the a.pplioa.tion of the movere · 
. . 

and petitioners~ . up011 terme which 1 t. is unnecessary here to state. The 

·matters .,.,ere restored to the .liet in Ma.roh I 923, Ol:od further evii'l.enoe \'fU.S 

tendered~ 

It is a.dmitted that no order oo.n 'oe made uponthe petition for 51'* 

extension of the patent,. because the presori'oed advertisements have not »a·· ) ~f 

~:~. pu:~:·::: 1:: a::::::: ::3::::d 8~1 :~:np :::::• p::~:::~:• m:: ~~ :~ • '~ ~ 
ken fOr eXtension Of 'the term· Of tl1e patent ie therefgre a.ll that :E&DI& l'e-. ·:~ w) 

~i ~:. 

mains for oon~id.eratio~J~ut as :the lllel'its ryf the· oa.se were l~id 'before me ,·~.~ 

in some detail, I may perhaps aid the petitioners if I state for their in- r 
formation a tentative opinion \.t;;•on. some aspects 'of the case which have re--

{~ t 
iHl 

ceived my consideration~ HJ 

( 1) The mot 1 oa Na.e made llJld the pe t1 t1 on filed l>Y Mrs Qarra.t t a.nd .l ~ 
· Bey;er Pea.oock .& Co Ltd. Despite th&.wide meaning given to the word patentee 

ins 4.·of,the Pa.t,~:mts·Atit.I~3/ISC9t I dou'bt·lt'Mrs Garratt can obtain an 
• • • • • ._ • • • • • -l .. t -~-' .-~~ : ... t· · Y~n~: 
:extene~:2p::~~,t:·~}t~~:p~t.~~t.·.\in~~f,,~h;•·£:rovJs · ;l1e~··husband' s· Yfil~· 
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sh011ld consider the matter. ( Cf Willac~~-~-~!.ent 5 R .P .c. 
'Be}•er Peacock & Co r ... td 1a not an assignee but an exclusive 

licensee •. There .·ie no objection to· its joirdng in the proceedings~ but 

no grant can be·made_in its favour. 
' . ' 

·· (2) The suppliants based their case for extension upon the f~ot 

that lose and damage had bean suffered by the patentee_or reason of hos­

tilities 'between Ria Majesty ancl foreign States. Locomotives oonstruoteet 

a.ocOrding to the invention have never been manufactured in A~etralia.. The 
. . 

patentee gave Beyer Peacock &_ Co Ltd an exclusive license for Australia.1 

and such engines constructed according to to the invention·as have been 
I ' /' . . 

used in this ooun.-try were manufactured by Beyer Peacock &. Co Ltd. in Eng-

land_. Their works 1tere a. controlled establishment under the Imperial 
. . 

Mu.uitio~e of war Acts I9I5/I9I1 .. from the Ie!th August I9I5 to a.nd inolu .... 

sive_o:! the 5th Noveuer I9I9- a period a.p11roximately of 41- years .. During 

th~t t-time Beyer :Peacock & co Ltd were making munitioms of war for the Bri­

tish Government~ a.nd were de'barred from carrying on their business a.s 

Jij,&nufa.oturer,Ja of locomotives. The use -'o-r tha invention w~e in f.;:.ot los 

t-o the pat•entee or his representativef for this period. Neverthelees .. I 

was not .. at one stage of the case 1 satisfied that the :patentee as euch 

had suffered any J:osa or damage in res1?ect of hie tnvention 1 by reason of J 

the host1l~ tie~: there di('l. net lleem a.ny reason why locomotives constru-e- ~· 
· e::lr-......c.,., 1 

ted according to the invention ~ not have been manufactured in Aus- ~ 
/" ~ 

tra.lia.. But the further e-.:idenoe .l'ia.s modified my opinion orr. this point. ] 
. . . ,. ":_ .... ·.. :.· " : ;j 

The Garratt locomotive ia of undoubted u"t;ilityi but its use is limited in~ 

Australia. It wa.s impracticable. for Garratt himself to establish works ) . 
for the manufacture of his invention~ and locomotive build.ere in Au.atr3.- i 
lia ·Rere not~ o.pparently) much interested in .thia type of engine: Under . .} 

the ciroumetanoee 1 the one a.nd or..ly course commercially pra.ctioabl+as~ · --~ 
to put the invention in tl·.e hands of a.n established. company w-ith a. world-~ 

.. .· ..... j 
wide reptltat_i~n as locomotive b11ildere: An agreement. waa therefore. made .; 

with Be~er Peacock & Co Ltd and the invention nas been perfected by thie 
,Lt• • 

Company as a. practical prOJ;!OSi t.ion, ari'd the users of the locomotives ··in 

Australia ha.Ve 1 ! believe .. had the great advanta-ge of the Company' e wide 
·. : . . . . . 

ex:R_eri~I\.Oe and 1 ts experimental trials {loe ~Oc!_ete _Q..l:li~!_Ciue dee Us!_.~~ 
.. ;:.:\ 'f· -;~.·~~;?~~ ·.,, (' .ii'~l-.t~··. ····: ~.~·-, . . . . . . 

du .Rhon.~ft. P ~t,¢T+1i; .. $1 '3~ .R •. :P:. c •·· tit~.-:Pi 33):. ;.c¢P.S.e.que.~:tly .I ,,~nJnk the. 
-:::--···----~ 'L' o; ·-·-.'.~~·"-.:- ;> . .'~ <•.·:r .. ':~· , ·.r·.\?·'}'' .t ~ •• -~."'.: ~~ ··,:-· • • , ••.• •• ;t' -~· .. -. . . . . - . 

'- .. ,• 

-. 
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r.·· -~ .. ·-· . . ,,t~ 
~faiiure to manufacture in Australia~ not be a bar to the e~tension 
I : . -of tlll:l paten~.. ~v.t as t<.t i::reeent advi~.-\ed I could not a.oced.e. to a. greater 

extension than'4t years~ .A.c ci~ J tfvz ef~-~"' 7 ft..p_ fi,_,_.f".-:;.~~t·. 

· ()) The Conditione of the Extension - conditions must of croure-e 

o.a .imposed a.a a term -of the extension~ 'Nh1ch, as the ·pateilt has expired, 
t~AA.P(- · .. 
·taker the form of a new grant (Se! Bettington Boilers Ltd )S R.P.c. tt " . . 

p '~). THe follo·wirig ooaur to me ·l:l.t the lireeent time~ (a.) Prov1ei·one 

'siniilar to those contain~d in Rule )8 of the 'Pa,tent Re~ula.ti?nS I9I2-I4 1 

. in the. case of the restoration of la.peed patents (See Robinson' a Patent 
: : . : - . . ·-·-~--~--

.. ·. 

viSions for.lioen~ing persons in Auatra.lia. t-o use the invention upon rea-

sone~.ble.·tertiis •. It ,rould_nOt, I ·think, 'be reasonable to require the with ... 

dra.wa.i .~f, tlte exolus ive lioenee granted to Beyer Pea.c:ook & Co Ltd, but 

e·o~e pro~iaion· ·¢-il,ght. to be made enabling persons in Australia to obtain· 
. . . . t . . . . . 

sub-Hoenees / The terms u.l,?on ''hioh these lioenees should 'be· granted re-

•.:;;uiree further consideration, and the :f:a.rtiee must be prepared '«ith evt;. 
:-' -· 

d.enoe upon· the ·subject. eom.etimes a. lioense is ~anted Ul)On the eame 
. formerly ·· .. . ·. · 

terms as thoee .1.1}/on which .Persons were liPeMe~P*~ licensed to .use the in-

vention~ _{Petea-!_en's. Pa~! 39 R.P·.c. o.t .:p. 276). B~t in view of. the con-

!" • 

~-

, .. 
i l 

ditio~s :bl"ought:a'bout by the 'war, a recone1dera:t1on. of the tnatter may be H: 
necessary, not only from the point __ of vier• of the lf'Ublio, 'but also !rom h: 

.. . . . . . . . 
the point of view of those entitled-to the benefii; of the.invention:, 

. -

·.And I would add .that the western Auatra.!l.ian Government ~d its 'Ril.ilwar 
. . . <1 ... 

Department .~at not 'be plaoed in e. woree position under any I46'f{ propoeal~.;~j 

than is eeoured. to it by the· undertakings e;~v~n to the court on the 6t"IL. :.l 
.. . . . . . . . ..... ·;.4 

. June I 922. { o) Provisions for sepuring to the personal pepresentative o!J 
... ·:::,:~ 

·the. inv~ntor fa.ir and reasonable r~muneration 1 by w4,. of royalties or 'J) : 
.. . . ~ . . 

otherwise:· for the .exclusive license to use the invention~ I 

that the' preaEmt agreement betw·een Garratt a.nd. Beyer Pe.aoock & oo.;. .Ltd 

is J:iOt fa.i~, but the pa?"-"ti~a ought to satisfy .the Court •.J.1'7'on the 
. . .. 
in a.ny future prdloeedinge~ 

· ( lJ.) The E~ira!~O!!__of' _!he __ ~a~ - The Aot of !92! is \Vid-e 

enoifgh. to. cover the case·, of' a patent which expired before the date of 

the P.a.edng of the Act (iB'Iown' e l?e.tent, ·37 R.P.o. 52;l42). so, though, 
• '< 

' , . :' , .. 

t'he preeen:t. pa.tent expired 'bef(Jre· ,the .pass~rig of the· Aot. of. I92!, 
. '1· ',', 

; :. 
.. ,·· . ~· ·: . 

';. ·. '•: ~ ~ 
·.: . .\ ·.·-.; 

. _, ·: -...;·::· ·.i; .. ·. 
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r~{~oi~{~~~o~\~W~~~t~trl>d upon tho oo~tt to grant "" exteneion. But the 

l ici_rcume~~~~e~~·';:,t;·-~hlnk~ m·~tat be ~;ery specie.l 'to . induve the C·ourt to ex~ 

• <· .· ::;i~~i·~t~~~t:~o:::~.:;+ri:::~::; a:n .::::o:::l;•:=:i::.:t:. 
_-_ _.- ; : ,._ -'-~- ,'' ": -::-: :::~.-~-.l:.: ~ .. --

in t}.i~~·r.;·Jis;t'ul:'e to fcrund a petition .. or orie;ina.ting sut.a.r11one for the ex-

t~~e1_ori. :~~- th~ term of the :patent I2079/! 90S. The mot ion of Hra Garrett 
··;,.: . . 

~d.~~ter Pa~oock &. co rAe. will therefore t•2 gra:1:1tea. 
- _ _!_ (·-

·. :·_;j{··o'finmn that the :period wHhin whioh Louise Ca.rratt and.. Beyer Pea.oock & . 
' .- '· ;:--.~---· 

:--lpt,'-~)RJia; .• ,or either of t 11em may take proceedings for tb<e extension of the 
.... ;, .. ,:,y.·:,.• : :. . . . . . :· · ..••.. ·. . . . •" ... · .. _. . . tfaA4A-t£ 

·-,~~·~_§t~:-~r the l.ett:era Patent 12079/I$1~ gr<>~t.tect to Herbert Willi:>,m"' ~e 

··:::,~.i~,~~~~~O:ti;.til ~he 5th.llovember I$2;: . 
. :.\;;:~·~·~--~1fsitss the pet:l.tion for extensiop. ·of tb·~ aa.id tett~:rs. PS.te~t filed in 

.. s>!F:~~-~-+:i~·~~P.Frt on tl1e I7th May •· I922 without prejudio~ · h.owever to the. ·>present_.. , I 
·--·:c·.ing:o~'a.d'urtherpetition or tl1-e issue of ari_originatingfsutim.ons for the .{ 

-~ ~~-- . . . . 

.·- /;,;~¥t~l"le1on o:f the"'L~ttere Patent. · .'./ · 
.-, .. -J· r -·- . -- --; 

~ ' -' ·! 
l~f''ORbER that· L01liec Garratt and Eeyer Pea.cook & Co Ltd. do pay ·.to the 1 

· ,~t.iR.~tl.,ye:ys o£ the said State th~lr • coste ,o:f the motion {the 
' ... ~· . ' ., . - - . ~ 

::;-;": ·--

:~t: i.e dated 20~h February !922) ·.and ik• ·of the said petition bu:t s~ that.• 

" · tb.e Governn1ent of the state of western AU.stro.lia. the said Min.istel';_ of· 
'.-:·. -; .' :~\-'; ":_ - .. ';> . . ' - - . -- .· - . . ' . 

·.·~e.,ilwaye and the .• sa.id Oomrnissio;ne~ of Rail,Nays shall. only 'be entitled·. 

' t'6ione .set of costs between them .. 

; 4/ t .. tBEHTY to Louiee Garratt ~d. Beyer Peacock ... & Co Ltd to read 

. :a,av+ tS \filed On th~ aa.id. motion and petition in $U]?l:.Ort Of l?.t'ljl' 

'p_etiti,on to or pro_ceedine;e in th~s court for an exjens"iori of the 

·of the sU.id I. etters Patent. 

:·.- .l 
'.-.- i 

~:· .. :_:-~ 




