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JUDGMENT. 
GAVJ1.N, DUFFY J 

Having regard to the statements contained in the Introd.uc'"" 

tion and in pages 1 - 11+ of Turner & Budgents work on Me.ta.l Spray-

in.g and to the admission made at the tria.l that thofbook contains a-n 

aoc·urate general description of, the development of the art before 

the pa.temt on which the appellant relies was taken out, and the evi-' 

E.P .Lewi9, tft'.think the learned Chief Justice dlf Vicporia 

, 
right in construing the claims contained in the specification .a.s 



or other solid mat~ria.l to a.' point at which it has to be fused 

from the solid to the liquid stlll.te and thence to be sprayed and as 

not including the bringing forward of atomized or pulverulent metals 

to that point. In this view it is clear that the respondent bas not 

infringed the appe11a.ntts patent. 

In~opinion the appe&l should be dismissed. 



ALl''l~lT.TO 'l'r'1 'f1!'1:{1':!IC. AND lt':r!'.~L S,2=?..':.Y~.:r;s Lil!lT!::D. -.-· -----~·- .. -- -·- ---

v. 

·MR JUSTICE RtCH. 



,JU DG' ·_:,; ).H' • JICH J. 
·--~··-~--

I sgroe that the a.p:->enl should be dist,ILssed .• "!;he chdrn upon 

which the appell.~mt. rt-;lies is ex:prossed in curious},' vr1gue r:md inf.le:fi11:ite 

After .~ full e:;tmnination of the rJ:f3tc;rlsls ·b.)-' which the state 

the art t~ud comtron knowledge is brough l before t'l-] e Court T :fj Dd m;yself 

unable to discover in the cloiu: as drawn the expre:osion of 'J:."l i:nventive 

idea which is new and 'i'rioa enough to include the respo:1de.nt' s imr;·Jen:ent 

const~itl)tine; the sJ.leged infringement. 
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ALUMINO TH::ml\HC COY. 

v 

ENGINEERING SPIDCIALTIES COY. 

JUDGMENT ISAACS J. 

The conflicting contentions in this case give rise to soma 

extremely important general considerations touching the construction 

' 
t" and validity of patents. 
r.-

Furthermore, according to the view earnestly pressed upon us 

by learned Counsel for the appellan.t, the determination of this 

appeal, notwithstanding the date of the patent, will not improbablY 

-'~Wf Mdy 
directly ~ffect~the ·appellant's privilege, but also and conseqaant-

[ -ially Australian public rights in the important industry ?f metal-

spraying for a considerable future, and if it be not followed else-. 

t•:_ 

r where. may have indirect consequences difficult to guage. 
~· 

r It is therefore, as I think, very desirable that I should state 

~-
axplici tly the reasons that lead rna to the conclusion that the 

[ 
r 

decision of the learned Chief Justice of Victoria is right. Indeed, 

once it appears to me that the salient points as to the state of the 

art are mastered, than apart altogethtt from the scope of the 

appellant's invention, the facts are of such a nature as to entitle 

the respondent to succeed, on the principle enunciated by Lord 

Moulton in Gillette Safety Razor Co. v Anglo-American Trad.ing Co. 

(30 R.P.C., at 480), quoted in Terrell on Patents, 7th Edn., at 141. 
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-.Dealing with the matter in the accustomed'manner, the fate of 

this appeal depends on the answer to one or both p of the following 

questions, namely:-

(1) Does the first claim of Iviorf' s patent extend so far as to 

cover the process followed by the respondent? And if it does, than, 

(2) Is the claim valid? 

Before either question can be answered, the Court must, so to 

speak, qualify itself by possessing its mind of the state of the art 

of what is called "metal-spraying" iunnediately prior to the patent sued 

upon. The Court must, so far as possible, stand in the position of a 

parson who, the day after the granting og the patent, reads it by the 

light of a full acquaintance with the practice of the art and all that 

is than incidental to it. 

The work of Taylor & Budgan published in 1926, has been regarded 

by both sides as reliable on the subject of the origin and process of 

the art up to the requisite moment, and indeed, much of the oral 

evidence is manifestly basad upon what is found in that work. 

Obviously, the state of the art as disclosed in that work was 

treated by both sides, and by the learned Chief Justice if Victoria, 

as relevant to the understanding and construction of the specification. 

That, I think, necessarily includes the implication that the state of 

the art there narrated applied to Australia. But even if not, since 

the same invention was patented in other parts of the world, and the 

same construction, whatever that may be, must inhere in the claims, it 

is not V3ry material from the point of construction whether the des­

-cription of the art in the book referred to applied to Australia also. 

On a given broad construction, the question of validity rni0ht, 

however, be differently decided. 

Following the various steps indicated in the work in question, it 

is clear to rna that the first claim should, at the peril of.invalidity, 

be read in a sense so narrow as to exclude any infringement by tho re sp 

The first step in the working progress of metal-spraying 

consisted of processes with molten metal, which had advantages 

.. 
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afid disadvantages. One of its advantages was that the flow of 

metal could be regulated so as to accord with the quantity 

sprayed, and this could be dona without a valve or mechanical 

regulator, and by means of a presure or vacuum in the metal 

container. That is to say, the flow of metal could be synchron-

ized with the spraying, effected by means of an annular blast 

nozzle. That is shewn and illustrated at page 7 of Taylor & 

Bu.dgan. The principle of synchronization ds there exemplified. 

I need hardly say that principle, i:1x:e:x:Jd:i:n:i:pou:rti:ax~ 

~.1£1[fx:focodtlllDII if the expedient merits the dignity of the 

term "principle", is one which for acon,omic and workmanship 

raasons must suggest i'teelf to any mind as a desirable object. 

But there was one insuperable and commercial defect in the 

usa of molten metal. It was necessarily a stationary operation, 

a difficulty that if not avoided would have doomed the industry. 

The second step to be noted is the use of powdered metal, 

which conferred portability. "Without portability and the 

ncapability of being directed where desi*'ad, metal-spraying could 

"only have bean of small importance" (p. 10). 

Cold metallic powders proved failures. Heating tha powders 

was resorted to, and in figure 17 at p. 9 we saa an important 

illustration. Powder flows from a container into a transporting 

apparatus. operating on the sandblast principle and heated by a 
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f::.,-\ma and sprayed by a blast issuing from a nozzle. 

Again we havo synchronization of supply and demand, and thi!'l 

time with portability. The work referred to says at page 10:-

"With this device, the regular and uninterrupted introduction of 

"·the metallic powder into the transporting blast is of the greatest 

"importance for economic and continuous operation". This proved 

generally affective, particularly when simplified into a form 

shewn as figara 20 on page 11. "This", l!llQrK say Taylor & .Bu.dgan 

at p. 12. "is a workmanlike. portable device, in which the metal 

"powder falls from the bottom of the container into the transport-

"-ing blast, and is heated on emission from the nozzle by an 

"annular gas flame". 

As a process in a general sensa. and remembering the synchron-

ization already mentioned. the appellant's argument would in all 

probability regard this as an infringement. But notwithstanding 

the comparative effectiveness of the device. there ware still 

serious defects. It was "suitable for comparatively coarse 

"powders; the minute particles of the finer grades of powders 

"tend to stick rl together and clog up the valve aperture". 

"Cyclone" apparatus had to be used for very fine powders. 

In addition. there appears to have been one very serious 

fault in the use of all powder sprayers. a fault which up to that 

time had not been remedied • "They ddl.d not produce good results 

.,_..._...----
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",;clth metals of high melting points. This was so because the 

"higher the malting point of the metal to be sprayed, the greater 

"was the proportion of the powder, which failed to ba treated up 

"to the particular temperature requisite for the production of 

"solid adheren·t coatings. Colder particles simply rebounded from 

"the surface, their projection having bean a waste of energy" 

Ja..'/~ !" IJJtJ<U•/ 
(~, p. 13). It might be added, "and of material". 

Thus there existed a m major problem, for which mere synchron-

iza.tion of fi11: outflow to the fle.ma and discharge to the object 

treated, had bean proved to be 

Jay fp-'1. '". fl iulcfi'tv 

insufficient. The problem as 

stated by ~. (p. 13) was: "How to produce such regular opar-

"-at ion that only just so much as could be mrtxxfxrlB:x!!fJ< k us kei 

m "satisfactorily heated and sprayed was admitted to the nozzle", 

They add (l) "Experience with the powder process pointed to the 

"advisability of returning to the use of molten metal" -- in other 

words, "powder" was to be discarded. 

"was essential". That is to say that 

useless. 

Then (2) "Yet portability 

~a- /tu~MJ 
molten metal as a feed was .· 

1\ 

It was "Herkenrath who conceived the possible mode of operation". 

That was to use wire, and of course, that which it typifies. That 

was the master conception for the present purpose. l'IIoltan metal 

and powdered metal were eliminated as feed, and after experiments 

with blow-pipe flame and electricity according to melting points, 
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wit0 a. gas blast from the side, the main difficulties were overcome. 

"It waa thus shown to be possible to prapa.re a coating by blowing 

"compressed air into a falling stream of metal melted in such a 

"manner '1 • As Taylor & Budgen point out at p. 14, the principle 

of that apparatus is still in force. That was the third step for 

our present puilpose. 

But synchronization of all operations had yet to be achieved 

where the new "wire" process was employed. "For continuous working 

"and uniform action such co-ordination of the three functions" (i.e. 

the 
advance of the wire, its melting and. spraying) "was essential". 

1\ . 

The main idea of wire feed was in operation; the idea of synchron-

~~ 
izaHon was known; but although long operable with molten metal 

1\ 

and powdered metal, it was not yet perceived how it could be 

practised with wire feed. 

We have now reached_ the point immediately prior to the invention 

relied on, and so it is :s: wise to take stock, so to speak. 

(1) The process of melting fusibla.material at the nozzle of 

the tube conveying the transporting and heating and spraying blast 

was familiar. 

(2) Synchronization of supply and demand as a principle was 

known and sought after. 

(3) The usa of a pressure or vacuum instead of a mechanical 

regulation to propel metal for spraying was well known. 
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(4,) l'reparing ''" coating by blo·ving compressed air into a 

falling atraam of metal melted at tha nozzle was known. 

(5) The use of a "wire"-- that Dim is, an unbroken, contilmous 

and. therefore both umnel ted and 1.mpowd.ere(J substance for multing 

at the nozzle, was known, and to a gre<J.t extent successful. 

The 'itur fourth step is that taken by Eri'k:a t1orf, The authors of 

the book referred to say at p. 14, in evident raferance to the 

patent now under consideration:- "It was found possible to unite 

"two of the three factors by using the spraying blast to operata the 

"wire feed mechanism." And then reference is made to the air 
-~-----

turbine. whereby "the blast was made t0 operate rollers which 

"gripped the wire". And so on. 

:&'igure 26 (at p. 15) gives a sectiono.l view of the first metal 

spraying pistol, the appellant's pistol. 

To me, it is clear that a person conversant with the inCiustry 

i ,nnediately before the grant of the patent say a local UarY:enra.th -

woald, the moment after its iasue, read it as limited to the invent-

ion of an apparatus completing the solution whi.ch Herkenr3.th had 

begun. an appara\;us which at tha tima atlopted the wire forn of feed 

as displacing the power feed, and synchronised trw alraaCI:? existing 

wire feeding operation with the two other already axistinB operations 

of melting the wire and spra~ri.ng the molten metal thus--------------
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produced. And further, such a parson, if he had· understood it 

as covering such a method as that emplo~d by the respondent, would 

have regarded it as covering operations already known and practised 

by those engaged in the business. 

It is tr~e that at some later period, as a further step, the 

American "Gravitas" metal powder sprayer was devised by what is 

described by Taylor & Bu.dgen (p. 39) as "an ingenious construction", 

namely, passing the metal dust between two concentric flame zones 

at the muzzle, where it is instan~ly heated to a plastic state, 

and impacted on the surface to be coated. Btlt for the time being, 

that was not forsean, and Morf's patent discarded all but the 

wire type. 

If it were necessary, I should entertain serious doubts, having 

regard to the prior use of the "wire" type a·s shown on page 13 of 

iaylor & Budgen, whether even in respect of that type the present 

patent covered anything more than the particular apparatus descrilled, 

including in that, however, any mechanical equivalent for the 

turbine. Btlt that is not necessary to determine; all that is 

necessary to say is that in my opinion, according in that respect 

with the opinion of Irvine G.J., the claim on proper construction 

is at all events limited to a process in which wire or its type 

is used as the feed. 
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For all that was new war.; the dev.ice of gripping the wire or its 

substitute (rod, cable, stick etc.) by mear,s of rollers, anc1 r.ioving 

it along in unison with the outflow, by means of an actuating 

mechanism ~:wved by a portion of the same blast as sprayed the molten 

metal. Possibly sorr:e other device which perforr,1ed the same function 

of moving the wire, etc., if SUBgested by Eorf' s device, might lHl 

regarde(l_ as a mechanical equivalent. But <hf once the fundamental 

source of the subsidiary problem she met, the wire ate., be elirninatao, 

it stan<ls to reason mechanical equivalence of her solution is beside 

the question. To support the appellant's case, it is necessary to 

go behind the particular problem Morf gra.ppleu with, and to claim 

monopoly for t!.te vary principle of synchronisation. That claim 

cannot be supported for at least three reasons. 

The first appears from what has bean already said, namely, that 

the principle itself was no discovery of the inventor, nor was its 

practical application to powdered metal. 

The second, if necessary, :i.s that evan if specifically claimed, 

it would be a confusion of problem ahd solution. ' Th:i.s aapect is 

well illustTe.ted in the judgment of Lord Sumner (then Hamil ton J~"'T.) 

in Knisht_~~.!g_~J,l_s_l,_t_~ (30 H.P.C., at pp. 344 and 345), in a 

passage beginning with the words: "I do not profess to be alJla to 

"m<:lnd the inventors' language", ana enoing with the worcls: "T think 

"therefore that 'means of imparting movement' must of necessity be 
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"an essential part of this Claim". 

~ha third reason rests on well known rules of construction. 

The contrary view pressed is that the "essential feature" of the 

invention is indicated in a passage stating that it consistu in this:-

"that tha material to be rneltecl, the gases for effecting the melting, 

"the means for dusting, atomising or spraying in suitable quantities 

"and und5r suitable conditions should coincide at the tip of the 

"nozzle, or at some point in front of it, and co-operate in such a 

"manner that a regular malting-off and flying-off will take place". 

In parenthesis I :mm.K would observe that in relying on that 

passage, it is tacitly conceded that the claim may sometimes receive 

a large or a small connotation from the other parts of the specific-

at ion. Indeed, the authoritias shew that, .tn order to understand 

and interpret a claim, the elementary rule of reading the specific-

-ation as a whole must be observed. 

Jfor myself, I can see nothing in the passage referred to, 

except a st'3.tement that varia.tion of arrangement of the different 

component parts of the appars.tus is immaterial so long as the one 

de'sideratum is preserved, namely, coincidence at the outlet, or 

just in front of .tt, so as to maintain the synchronisation of 

"melting-off" and the "flying-on". The wire type of feed is 



assumed to be an indispen~bls part of the invention. The word 

"melting-off" seams to me conclusive. It is the word used by the 

patentee in her first description of "the process". And indeed, 

the passage referred to, as Mr. Menzies very properly urged, is only 

a general summing-1tp of what was particularly stated in the immediately 

''IJkte '' 
preceding few lines, in which the word ~ has a natural promin-

enca, and indicates the force and application of the word "malting-off" 

in tha quoted passage. 

One prior passage was relied on by both sides, and therefore 

I shall refer to it specially. It is this:- "It will be obvious 

"that the material to be mel ted can be introduced into the apparatus 

"or the nozzle in any suitable form other than a wire, as for 

"example, in tha form of a cable, bar, tube, sheet, strip or the 

"lik.e, a to." 

I agree with the respondent's argument that, reading that 

passage, whether alone or in conjunction with the rest of the spec-

ification, the mind is led irresistibly to a type of feed which is 

undivided and continuous. It is remarkable if powder, commonly 

used, were within the patentee's contemplation that she did not 

mention it, that sha did not say "any form", lm::b.~i:K~1Kllti.hlds::x::b:m 

but any "suitable" form -- by which I understand suitable to be 

carried along by the fiK~xxxik«x feed roller mechanism, however 

~tri actuated, and that the express words of description are 
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ad~·~arsa to the inclusion of a powdered substance. At this point 

I would refer to the analogous quari".ls put by Lord Salveson in 

Wallace's case (39 R.P.C., at pp. i: 16 and 17). 

In view of what I have said as to the state of the art immed-

ia.tely before the patent, the presumption the Court would make, in 

accordance with acknowledged precedent, if the patentee's words are 

fairly consistent with it, is that old matters are not claimed. 

The enlarged ambit contended. for and necessary in this appeal, for 

the appellant's success, is that any process producing synchronisation 

of melting and spraying is included. in the claim. In other words, 

apparatas is immaterial; result, namely, synchronisation, is tho 

pith of the invention, as being an iclea or principle originfl.ting in 

the mind of the patentee, and to which all mechanical methods of 

producing it are merely accessory and incidental and within the 

protection of the patent. 

The resume I have made in the various steps in the art shaw 

A{H·fi1.r,,tlfe_ 
such a claim to be IN\llt•JJ6. Putting the passage quoted into shorter 

form, it amounts to the statement on page 13 of Taylor & Budgen, 

representing what, prior to Morf'q patent, was present to the minds • 

of those engaged in the industry. The statement is:- "The 

''solution arrived at was to melt only so much as could be projected. 

"inunediataly". That is the principle. Herkenrath shewed 

that the wire type was the su1Jstance for experiment. Eorf produced 

a. specific apparatus dealing with the wire type, but there is 
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not(.Iing in the patentee's language whi_ch expressly or distinctly lays 

claim to the principle, or goes indeed beyond the wire type. 

But if, as is ursea for the appellant, such a contention as is 

advanced is within the first claim, then Lord. Lore burn's judgment 

in the Ingeisoll case (25 R.P.C., at p. 83) shews that nothihg, not 

even a more limited description in the rest of the specification, can 

in the circumstances save the patent. If it is the "idea or 

"principle" of synchronisatio~ that is protected., then anyone who 

adopts the ide a with any means whatever of carrying it out in 

practice, woulil be liable as an infringer. 

There is no difference in that respect between a mechanical 

equivalent for the described method of carrying out the idea, and a 

new invention for the purpose of carrying it out. Each would be 

a mr»sti~ subsidiary method, and its use would constitute an 

infringement. 

is are 
But no idea ~~ patentable if the public ±s thereby prevented 

from accomplishing an old object to which it relates, and which they 

already knew how to attain by a different path. If the idea 

claimed in argument is the essence of the invention, than from what 

has bean narrated, the public would be so prevented. 

,p,.+n idea or principle nmst be very distinctly claimed. It 

must be unambiguously set out in the claim itself, and not left to 

a. general inference from the language contained throughout the 
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f spettification (sea Ridd v Milking Machine Coy (1916 A.C., 550) ). 

It is a recognised doctriLe of patent law that a claim avoidably 

ambiguous cannot be upheld, whatever, in spite of that ambiguity, 

""d~""'u._ 
the ~fi.j..- construction might be, and that is especially 

important when an mxiix idea or principle is sought to be monopolised, 

thereby shutting out the public from means of attaining the same 

result that would otherwise be open to them. 

I am of opinion that the firwt claim, read and understood and 

scrutinised as the law requires, does not state expressly or by plain 

reference a claim to a principle or idea, nor to a process of 

synchronising operations where powdered metal is introduced as the 

feed; that if such ware the patentee's intention, her language is 

avoikbly obscure and ambiguous in that respect; that the body of 

the specification does not carry the matter further, and even if it 

did, the clai~ would not be thereby assisted. 

But in justice to the appellant, I add that I think the claims 

read with the rest of the specification unambiguously refer only to 

the wire process, and to apparatus for operating the wire process 

synchronously, including, of course, in the apparatus any mechanical 

equivalent for conveying the wire type of feed. 

In the result, the appeal should ba dismissed. 

; 
l 

j 

' I 
.J 
~ 



c .. 
' 

or th~ Su]r0rnc Court of Victoria, ~nd with the r~uaon~ h~ h~a ~ivcn 

for it. I c:·:.n add nothing of any vnlue to tho.t ju,~,Y'lc:lt, nd the 

.~ 


