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This is a motion on the part of Leggett Products Proprietary 

Limited for an Orcl<Jr that the propri·~tor of the Letters Pa.lient 1+4-5 of 

1916 gran·t a compulsory lioenoe ·ho the applicant, or alternatively, for 

a dec la.ra.tion that the patented artie le or prooese ia not manufactlll'ed 

or carried on to an adequate extent in the Commomvealth. The motion was 

heard by me in i'lovember 1'929, but ha.s stood over at the r•NUes~ of the 

parties, doubtless for the purpose of negotiating a settlement of the 

matter. Ho;vever 1 tJ::.ese negotiations have fa::_ len through, a.n•i the judg­

ment of the Court must now be givetlo 

The application for tne Letters Patent (Ho 445 of 1916) was da­

ted 11J.th March 1916, but the patent is dated 16th August 1915, under the 

provisions of Section 121 of the Patents ~!q_:!!, 1903-09. The patent is for 

improvements in portab Je vu 1caniz ing paclm.gea. These. cona is·t of a holder 

or pan carrying a quantity of combustible material on one side and a. 

quantity of vu1ca.nizab Je material on the opposi't·e a ide. Patches can there­

by be applied to the inner tubes of pneumatic tyres or other artio lee 

capable of repair by vu lcaniz ing a pa. tch thereon. 

The motion is founded u[.lon Section 57 A of the Patentr3__Act 1903-

09. That Section gives jurisdiction to the Court to declare that the 

patented artie le is not manufactured to an adequate extent in the Common":" 

wealth, and if it ls sati3fied that the patented artie le is manufactured 
\ 

e xc Juaive ly or mainly outs ide the Coromonwea lth, then, subject to\the pro-

visions of the Section and unless the patentee ~roves that the article 

is manufactured to an adequate extent in the Common·.vealth, or gives . 

aa·tisfactory rea~ons 'IVhy the artie Je is not $0 manu£aotured, the Court 

sha 11 make the Order applied for, to take effect either forthwith or at 

the e :-piration of such reasonab Je time as is specified in the Order. The 

object of the provision is to encourage the deveiDpment of industries in 

Australia, and to prevent monopolies fettering that development. Cf. 

English Patellun..:!J2.esigns Act 1907-19 s. 27 , Hatacheck'?_ '!'~a 26 

R.P.c. 223, M.§!:.rooni'!!.~ter!:l!.~ 4-6 R.P.c. 457.479• 

It is beyond doub·~ that the patentee and his l:LJenaees did not 

manufacture the paten·teJ. artie :12 in Auat:ra lia unti 1 November 1929, some 

six months after this motion \Vas launchedi they conclucted their rnanufac·ture 
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in America. The only manufacture in Austl•alia. of the pat.;,nterl artie le 1vas 

by infringers of the patent, and they ·,vere ;,Jrompt ly restrained in legal 

proceedings instituted. by ·!;he patent"Je and his lioenaees. In the Mercedes 

DaimJer Qaae 27 R.P.C. 763, Parker J. held, under S. 27 of the English 

Act, that the manufacture of the patented artie Je in deroga~ion of the pa­

tent·3e1s rights might establish , or be taken into account for the pur­

pose of establishing, the manufac·ture of ·the artie le to an adequate exl:ent 

in the United Kingdom. The Commonwealth Act is not in the same terms as 

the English Act, ho1vever, and sub-sections (4) and (5) of Section 87A 

of the former Act may rve ll indicate a differen·t intent on the part of the 

Legislature. But I do not fee 1 called upon to deoid.a this question in the 

present case, for I a.m satisfi~~d that, even if the manufacture of the pa­

tented artie 1e by infringers be taken into account, still the manufacture 

of tha.t artia Je was mainly, if not exo lueively, outside the Commonw·ealth; 

and the patentee has not proved that it was manufactured to an adequate 

extent in the Commomvealth. Then has the _patentee gi~ran satisfactory rea­

sons .vhy the artie le was not so manufactured? He rightly refers to the 

Patents aot of 1916 suspending the operation of Section 87A of the Act of 

1903-09 during the continuance of the lVar and a 'period of six: months there­

after. But that reason onJy operates until the end of 1919. No doubt the 

patentee forwarded adequate supplies of the patented artie Je to Australia 

from America, and p:laced them on the market, wholesale and retail, at 

prices that 'ttere not unreasonable; but that is not a satisfactory reason, 

it is rather a state of affairs that the p~tentee must eA~lain. The manu­

facture of tl1e patented artie :Ie did not require a.ny great ski 11 or much 

oapi tal e :;q;>endi ture. Then the patentee re llea upon the fact that he was 

suppressing infringera and could not :look forward ·Ni th confidence to the 

full enjoyment of the benefit of the letters Patent, and tha·t the eii;Pendi­

ture of money in establishing a factory in Australia wou Jd have been an 

unjuatifiab le OOU4'!lercia 1 risk. But that rather proves that the patentee 

;vas intent ,_rpon establishing his monopoly and supplying the Australian mar­

kets frorn America. Certainly, it gives a reason for not manufacturing the 

artie 1e in Austra lla, but one quit·~ contrary to the intent of Section 87A1 

and most unsatisfactory frolll the point of view of encouraging the devel­

opment of an industry in Australia. 
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So r must cone ider whether the Court shou 1.'1. make an Order in the 

term~;~ of th~ motlon, to t.s.lce effect forthwith, or at the e:.q:>i:ration of 

some raasona.b le time. 

I do nob think an Order ahou Jd. have been made at the hearing in 

November Jast to take effect forth'I'Tith 1 but on]¥ at the ey,piration of 

a reasona.b Je time 3 mor·~ partiou;ta.rly as thi:l was the firat case brought 

before ·the Court under Section S7A· At that hearing, I should. have been 

prepared to make an Order to take effect on the ex,piratj.on o! six montbs 

from the Jaat day of Novem'ber 1929. Since Noveml)er 1 however, the paten-

tee or ~ his licensee has estab liahed a factory in Sydney • and is now, 

and has been for some time, manufacturing the patented artie le in Aus-. 
tra1ia.. I am satisfied that the patentee and his 1tcensee are now manu-

factu~ing the patented a.rtlc 1e to an adequate extent in Australia, and 

if I had in November Ja.st made the Orcler sought .I shou ]d now revoke it 

pursuant to Still-section (5) of Section S7A of the Patents Act 1903-09. 

Under Section 87A(6) the Court~ in any case in which it is em­

powered to make an Order dec Jaring that·· the patented artie Je is not manu­

factured to an aclequa·te extent in thr~ Commomrealth, may, ins·tead of mak­

ing such an Order, order tl1e patentee to grant a compulsory licence to 

the app lioant on such terms as the Court thinks fi:D. I shou1:1 have re-

fused the part of the motion c :Laiming such a licence, in November~ and 

I now refuse it. Leggett Products ppy Ltd. are opponents of the patentee 

and were infringers of his ,..patent. No prudent business man wouJd. be like-
. ·'~ A 

ly to se Ject $6~~..Mof"S:.'·~~ as his licensee, and certainly I 
{'l 

shou:k.'l. not think it just to foist such a licensee on the patentee, or to 

exercise the Court's discretion in. its favour~ 

Teclmica.lly, perhaps> I shouJd :J:-;.:Q';te7~~der Section e7A of 
a. "! 11... ~o A• .,V. r7 ·~ '7 - tv &'(.._e., ~A. .(,~'7 ~ '"'-0 -

the PatentL~ 1903-09 to tal:e effect f.tt the expiration of sh: months 
~ 

from 30th November 1929, and go on to revoke it, 

shall maka no Order on the motion, and leave the 

their own costa. 

but as matters stand I 
~~~.... 7t-. it.. Ci>,..._.._.,~72 

parties' to abide ~ " "<¢ ,.. 
~ &99'~~.,q:;_.~· IU;~ 7 Lt"! 


