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COW'.EER v. PAPER SACKS PROPRIETl'I.RY LTD. 

STARKE J".' 

The appellant is the proprieto:r of Letters Patent 21809/25" for impro've-

ments in paper bags, and he applied under Sec. 71 of the Patents Act 19037 

1921 to amend his complete Specification by way of disclaimer correction o:r 1 
~ 

explanation. The Commissioner refused the application, ~nd an appeal is now 

brought to this Court, pursuant to Sec. 75" of the Act. 

It is not material in this case to consider whether the amendments pro·-

posed by the patentee were by way of disclaimer correction or explanation 

(see Minerals Separation Ltd. v. Pot.ter's Suluhide etc Ltd 8 C.L.R. 779,) 11 

because Sec. 78 of the Act provides that no amendment shall be allowed that 

would make the Specification, as amended, claim an invention substantially 

larger than or substantially different from the invention claimed by the 

Specification before amendment. The Specification of the invention stat.es 

that it relates to paper bags of the kind adapted for heavy service - that 

is, for containing such heavy charges or fer standing such rough usage as 

would necessitate a single layer of paper for forming the ·walls thereof be-

ing of such a thickness that it would be cracked or seriously weakened by 

foldin~. The Specification in describing the invention sets forth three 

main elements: 

1. Making the walls of the bag of a plurality of :plies of pape;r. l • 
' 

2. Closin~ the bag and reinforcing the closure by means of strips of material.! 
' 

3,. Providing an opening, or, as it is called, a valve, in the ba~, for .the 

purpose of filling it. 

It seems a simple even if it be a useful invention, but the inventor in his 

Specification made no less than twenty eight claims to protect it. And, 

worse still~ he endeavours, in his se,parate claims, to cover "ever-.r possible. 

pennutation and combination cf elements entering into the invention~t by 

reference to and incorporation of other claims. TI1us, to take Claim 10 as 

an illustration: "A paper bag as claimed in any of the preceding claims 

"characterised in that a valve is provided in an end which is closed". 

Ma~ hundreds of permutations and combinations of elerr~nts entering into thL 

invention are thu.s sought to be protected. Ho doubt this is the result of 

Sec. 61 of the Australian Pattents Act , which provides: 

~~ere the complete Specrification contains two or more cla~s in respedt 
~f' the invention the invalidity of any one claim shall not affect the. va­
lidity of any other claim or the validity of the patent so far as it re­
lates to any valid claim .... 

;J . - --~----··-4 
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~ object of a claim is to give a clear statement of the invention c}aim 

ed, but the method adopted in this case and rendered possible by the pro­

visions. of Section 61, :fails to achieve that object and affords t.: no pro­

tection whatever to the public. It is a method that the Commissioner of 

Patents might usefully check. (Patents Regulations Cl. 1)~ Bancroft's Ap­

plication 23 R.P.C. 89). However, the question is whether the amendments 

proposed claim an invention substantially lar~er than or different from 

that claimed by the Specification. The main amendment is that set forth 

in amended Claim 1 as follows: 

•A ;paper bag of the kind adapted for heavy service having its walls compos­
ed of a plurality of closely nested tubes of paper the ;plies of which are 
relatively movable at the places subjected to bending and having both of 
its ends closed by means of reinforced sewn or stapled seams which are 
formed by collapsing the nested tubes and making a reinforced sewn or sta­
pled seam parallel and adjacent to eac~ end thereof by sewing or staplin~ 
through the combined thickness of the walls of the bag and of reinforcing 
strips overlaid on either side of such closures and having the said plies 
of paper attached to one another only hy the said end closures and having 
at one corner of the closed bag a valve fanned by infolding a part of the 
multiply wall of the bag prior to the operation of forming the adjacent 
closure tt. 

element or 
Now this claim combines every/feature in the invention: it is, in truth, a 

claim for a combination. But where is any claim to such an invention 

found in the unamended Specification? Let me take a few illustrations. 

Claim 1 in that Specification is for a paper bag having its walls compos-

ed of a plurality of plies of paper which are relatively movable at places 

subjected to bending and having one or both of its ends closed by means' of 

sewing stapling or the like. The reinforcing strips and the valve, mention-

ed in the amended Claim, are not part of this Claim. Claim 10 in that 

Sprcification is for a paper bag as claimed in any of the preceding clabrrs 

characterised in that a valve is provided in an end which is closed. But 

there is no claim here to any other feature: it is merely the application ' 

of that feature (the valve} in a certain description of bag. Claim 19, on 

which most reliance was placed, is for a paper bag as claimed in any of the 

preceding claims characterised in that the bag iC fonnui. of a nested series 

of tubes, such tubes being attached to each other only or the closures at 

the ends of the bag. Here again, all that is claimed is u. nested series of 

tubes attached to each other only at the closures of the end of the bag, and. 

the,application of that feature in a certain description of bag. Further 

illustrations are unnecessary: all the claims in the unamended Specificatio~ 

are open to the same observations, and none of them foreshadow or set 

forth the combination in the amended Claim 1. The amended Claims other 

1· 
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than that already mentioned are for substantially subordinate parts of 

the combination proposed by the amendment: they do npt disclaim correct or 

explain anything in the unamended Specification , but claim something new 

or different from that set forth in that Specification. 

The Commissioner was quite right in my opinion in holding that 

the amendments proposed by the pa~entee claim an invention substantially 

different from the invention claimed by the Specification, and there-

fore this appeal should be dismissed. 
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COWPER v PAPER SACRS PROPRIETARY LTD 

The question upon this appeal is whe~her an amendment should 

be allowed under Part IV Div 4 of the Patents Act !903- I92I 

of a specification for an invention for improvements in paper bags 

for which a patent has been granted. An amendment may not be 

granted unlel!ls it ~-"-. by way of disclaimerJ correction, or explanation, 

and it does not make the specification,as amended, claim an invention 

substantially larger than,or substantially different from the 

invention claimed by the specification before amendment. ( sec 7! and 

sec 78 ). If the amendments sought were granted, the specificat-

ion would describe and claim an invention consisting in 
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the combination of a num-ber of elements in a paper bag of a kind 

adapted for heavy service. The elements combined would be these~ 

I. The bag would be composed of a number of tubes of paper. 

2. The tubes would be nested closely one within another. 

3. The plies or sheets of paper would be relatively moveable 

inter se where the bag was subject to bendj_ng. 

4 Both ends of the bag would be closed. 

5 They would be closed by means of reinforced se\T.n or stapled 

seams formed by collapsing the nested tubes and making such 

seam by sewing or stapling through the combined thickness of the 

walls of the bag. 

6 The seam would be parallel to the end of the bag and adjacent 

to the end. 

7 The seam would be reinforced by strips overlaid on each side. 

8 The plies or sheets of paper would not be attached to gne another 

-'---...:.~· .... ~'·----'---·--~··~~ --~~--- ·--------~-~--~----~--
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save at the ends. 

9 At one corner of the closed bag a valve would be formed. 

IO It would be formed by folding in a :part of the wall of the bag 

composed of the plies or sheets of paper• 

II The valve would be folded in before that end of the bag vvas 

closed. 

The specification would also include adiitional claims 

adding other elements to a paper bag constructed with these 

characteristics. Although there can be little doubt as to the 

nature of the invention disclosed by the specification as it would 

be amended if the application were granted ~t·is by no means easy . ) 

to discover from the unamended specification what is the invention 

it ascertains and claims • The difficulty does not arise ~rom 

l 
- - - ·-_) 
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the body of the specification,but from the nature and number of 

the claims with which it ends. The advance in the qrt of 

constructing heavy bags as containers of quantities of heavy 

material which is described and ascerta.ined in ·the body of the 

specification is clear enough. The specification states the 

disadvantages of employing single sheets of thick paper,the expense 

of the paper,its tendency to break where folded,the necessity of 

closing it by pasting down the ends,the stiffness and consequent 

imperfection of valves made by folding in. It then proceeds as 

follows:- 11 With the object of avoiding these defects the walls 

" of the bag, according to the present invention,are made of 

" several plies of lightweight paper, the plies being moveable 
-g, 

" relatively to each other at least at the places subjected to bendin1 

-------------' 
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11 and it has been found that the vmlls when so ma.de ::nay be folded 

'' without causing any substantial weakening thereof, that a valve 

" made by folding the walls of the bag ls sufficently flexible 

11 to give a satisfactory closure, and that the strength and 

11 durability of the bag under rough handling are greatly increased 

" over a bag made from a single ··:sheet of substantially the total 

11 weight of the sheets used. " The specification goes on to 

describe changes which are :9rescri bed or recom'1ended in the mode 

of constructing a bag because of the alteration from a single 

sheet of thick paper to a number of sheets of thinner paper. 

The bag is to be closed by sewing,stapling or the like, instead of 

by pasting. The valve is to be formed at the junction of the 

side wall of the bag and the end closure , and it is to be formed 

i 
J 
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by folding in the Yiall of t21e bc.g at. that point further a number 
) 

of plies of paper are to be folded in • The stapling may be 

reinforced by a tape w·hich may be adhesive , a.nd may be placed on 

both sides. A preferred construction is by nes-ting tubes one 

vii thir::. anothert and leaving them unattached save at the ends. I'he 

valve is formed before the closing of the bag. The specification 

mentions some minor matters and enlarges on the advantages afforded 

by the method of construction described. The invention so far 

disclmsed might be briefly but not inaccurately described as a paper 

bag for rough usage constructed of a number of sheets of comparatj_vely 

thin paper attached together at one or both ends and not ot!J.erwi seJ 

so the.t, in bending the sheets are capable of separate movement and 
) J 

, ..... --~ 
• 
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.;, ~~·so that a valve may be made by folding in the walls of the bagJ:which may 

include some subsidiary improvements that are necessitated by or occasio~ 

ed by the use of a number of sheets of thinner paper instead of one 

sheet of thick paper. But the s~ecification ends with twenty eight 

claims. The first of these claims a paper bag of the kind before referred 

to in the specification ( which I take to mean "suitable for heavy 

11 service,:for containing material of great weight,and for withstanding 

lt rough usage" ) having its walls composed of a plurality of plies of 

paper which are relatively moveable at the places subjec~ed to bending, 

and having one or both of its ends closed by means of sewing,stapling or 

the like. Most of the remaining claims commence with the words 
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11 a :paper bag as claimed in claim giving the number of or 

" otherwise referring. to one or more previous claims) characterised 

II in that II Then follows a statement oi some element or 

attribute not before referred to in the claims. If these claim13 

are treated as relating to one invention only they do no more than 

:progressively restrict the area of the monopoly for that invention 

by progressively increasing the elements in which it consists. 

But although a patent may be granted for one invention only,it is 

not competent for any :person in any proce.eding to take any objection 

to a patent on the ground that it comprises more -:;han one invention 

and if the specification contains two or more claims in respect of 

the invention,the invalidity of ariy one claim does not affect the 

---·- ----------···---- -

-·----~ -------------·--· 
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~ _.,-' validity of any other claim or of the patent, sees 6! and 65. In 

the security afforded by these provisions the applicant has been able 

to urge that amongst the claims in his specification he has claimed 

an invention consisting in a bag constructed with the eleven character-

istics or elements for which his amended spevification would cli:aim a 

combination. The claim by which this is said to be aKcomplished is the 

I9th which claims for " a paper bag as claimed in any of the prec~ding 

" claims characterised in that the bag is formed of a nested series of 

" tubes such tubes being attached to each otheT only by the closures 

" at the ends of the bag." It may be conceded that by a. judicious 

synthesis of the characteristics to be found in the prec~~ing claims, 

;£_ 
a bag may be discovered in this claim possessing features for which a 

" 
combination claim is now sought. 

!"· .. -"v.:t. 
• 

In my opinion it does not follow 
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1 /~ that the specification as amended would not claim an invention 

substantially different from that claimed by the specifica~ion as it 

stands. In the first place the descRiption 11 a paper bag as claimed in 

" any of the claims preceding the I9th " includes bag-s constructed 

according to a very large number of differing descriptions. The 

invention claimed by the I9th claim appears to me to reside,not in 

combining with the nested tubes attached only at the ends the other 

elements which make up the eleven features for which a combination 

claim is now sought,but in giving the characteristic of a nested series 

of tubes attached only at the ends to all or any of the bags which may 

result from the previous claims separately or in association. 

In the next place it appears to me that a claim for a combination of the 

,.. .. ·---Y!Q: 
• 
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eleven features enumerated seeks protection for an invention which 

consists in combining for the first time these eleven integers whether 

or no any or all of them had been previously used or known. This 

appears to me to 'be an advance in the construction of bags substantially 

different from that ~sclosed by the 19th claim,consisting as it does 

in adding the specific features distinctly claimed by the 19th claim to 

bags of very many dif~ering modes of construction notwithstanding that 

one of such modes involves the use of the other elements in combination. 

The divergence is still greater if,instead of concentrating on the I9th 
I 

claim and the kinds of bag which may be discovered among those within 

the general words of the clause, the whole specification including 

the claims is read 

fF'· ...... .-....q. 

• 

,, 
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for the purpose of discovering what in substance is the single 

invention for which protection was sought by the unamended specification. 

That invention was not a combination of integers possibly old. On the 

contrary it depended primarily upon the use of many sheets of thinner 

paper in place of on~ sheet of thick paper and upon the consequences 

which ensued from that use. No doubt some of the devices which 

according to the specification were made practicable or necessary by 

the use of a number of sheets of paper were combined with that method 

of comstruction. But nowhere is it claimed in the spevification 

that the merit of the inventor lies in effecting the combination. 

In my opinion the amendments sought would,if allowed, make 



I3 

. the specification as amended claim an invention substantially 

different from the invention claimed by the specification before 

amendment. 

For these reasons I think the appeal should be dismissed 

with costs. 
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