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IN THE HIGH COURT OF AUSTRALIA.

Paper Sacks Pty., Ltd., and anor.

REASONS FOR JUDGMENT.

Judgment delivered at Sydney.

on__the 22nd, June 1931,
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COWEER V. PAFER SACKS PROPRIETARY LTD. i

H

STARKE J.'

The appellant is the proprietor of Letters Patent 21809/25 for improve- ;
ments in paper bags, and he applied under Sec. 71 of the Patents Act 1903- 1
1921 to amend his complete Specificafion by way of disclaimer correcticon or %
explanation. The Commissioner refused the application, arnd an appeal is now
brought tp this Court, pursuant to Sec. 75 of the Act.

It is not material in this case to consider whether the amendments pro-
posed by the patentee were by way of disclaimer correction or explanation .

(see Mineralgs Separation Ltd. v. Potter's Sulphide etec Ltd & C.L.R. 779),

because Sec. 78 of the Act provides that no amendment shall be allowed that
would make the Specification, as amended, claim an invention substantizlly
laréer than or substantially different from the invention claimed by the
Specification before amendment. The Specification of the invention states
that it relates to vaper bags of the kind adapted for heavy service - that
ié, for containing such heavy charges or for standing such rough usage as
wouldd necessitate a single layer of paper for forming the walls thereof be- |
ing of such a thickness that it would be cracked or seriously weakened by '
folding. The Specification in descriﬁing the_invention sets forth three

main elements: /
1. Making the walls of the bag of a plurality of plies of paper.

2. Closing the bag and reinforcing the closure by means of strips of maxerimli

3s Providing an opening, or, as it is called, a valve, in the bag, for the
purpose of filling it. ‘

It geems a simple even if it be a useful invention, but the inventor in his

Specification made no less than twenty eight claims to protect it. And,

worse still, he endeavours, in his separate claims, to cover "every possible

permutation and combination cf elements entering into the invention®™ by

reference to and incorporation of other claimg. Thus, to take Claim 10 as

an illustration: ™A paper bag as claimed in any of the preceding claims

"eharacterised in that a valve is provided in an end which is closed®.

AMany hundreds of permutations and combinations of elemmnts entering into the

invention are thus sought to be protected. Yo doubt this is the result of
Sec. 61 of the Australian Datents Act , which provides:

"Where the complete Specification contains two or more claims in respedt
¢f the invention the invalidity of any one claim shall not affect the va-
1lidity of any other claim or the validity of the patent so far as it re-
lates to any valid claim™.
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The ohject of a claim is to give a clear statement of the invention e¢laim -
ed, but the method adopted in this case and rendered possible by the pro-
visions of Section 61, fails to achieve that object and affords'!'no pro-

tection whatever to the public. It is a method that the Comnmissioner of ’

Patents might usefully check. (Patents Regulations Cl. 13, Bancroft's Ap-
plication 23 R.P.C. 89). However, the question is whether the amendments
proposed claim an invention substantially larger than or different from
that claimed by the Specification. The main amendment is that set forth
in amended Claim 1 as follows:

*A paper bag of the kind adapted for heavy service having its walls compos-
ed of a plurality of closely nested tubes of paper the plies of which are
relatively movable at the places subjected to bending and having both of i
its ends closed by means of reinforced sewn or stapled seams which are
formed by collapsing the nested tubes and making a reinforced sewn or sta-
pled seam parallel and adjacent to each end thereof by sewing or stapling
through the combined thickness of the walls of the bag and of reinforcing
strips overlaid on either side of such closures and having the said plies
of paper attached to one another only by the said end closures and having
at one corner of the closed bag a valve fommed by infolding a part of the
multiply wall of the bag prior to the operation of forming the adjacent
closure®,

element or
Now this claim combines every/feature in the invention: it is, im truth, a

claim for a combination. But where is any claim to such an invention
found in the unamended Specification? Let me take a few illustrations.
Claim 1 in that Specification is for a paper bag having its walls compos-
ed of a plurality of pliés of paper which are relatively movable at places
subjected to bending and having one or 5oth of ite ends closed by means of %.
gewing stapling or the like. The‘reinforcing gtrips and the valve, mention=-

ed in the amended Claim, are not part of this Claim. Claim 10 in that

Sprecification is for a paper bag as claimed in any of the preceding claims |
characterised in that a valve is provided in an end which is closed. But

there ig no claim hé:e to any other feature: it is merely the application w ;
of that featuré (the valve) in a certain description of bag. Claim 19, on !
which most reliance was placed, is for a paper bag as claimed in any of the
preceding claims characterised in that the bag i¢ formed of a nested series
of tubes, such tubes being attached to each other only eF the closures at
the ends of the bag. Here again, all that is claimed is u nested series of
tubes attached to each other only at the closures of the end of the bag, and
tﬁe'applicaﬁion of that feature in a certain description of bag. Further
illustrations are unnecessary: all the claims in the unamended Specificatiok
are open to the same observations, and none of them foreshadow or set

forth the combination in the amended Claim 1. The amended Claims other
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than that alfeady mentioned are for substantially subordinate parts of
the combination proposed by the amendment: they do npot disclaim correct or
explain anything in the unamended Specification , but claim something new
or different from that set forth in that Specification.

The Commissioner was quite right in my opinion in holding that
the amendments proposed by the pabentee claim an invention substantially
different from the invention claimed by the Sﬁecification, and there-

fore this appeal should be dismissed.
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Y PAPER  SACKS PROPRIETARY LTD

The question ﬁpon this appeal is whether an amendment should
be allowed under Part IV Div 4 of the Patents Act 1903~ I92I

N

of a specification for an invention for improvements in paper bags

for which a patent‘has been granted, An amendment may not be
granted unless it ¢£4§; by way of disclaimer,correction,or explanation,
apd it does not make the specification,as amen&ed; claim an invention
substantially larger than,or substantially different from .the
invention claimed by the specification before amendment. ( sec 7I and

sec 78 ), If the amendments sought were granted, the specificat=-

g ion would describe and claim an invention consisting in

|

et e

s



BT

2

the combination of a number of elements in a paper bag of a kind

adapted for heavy service. The elements combined would be these—

I. The bag would be composed of a number of tubes of paper.

2. The tubes would Be nested closely one Within.another.

3. The plies or sheets of paper would Dbe relatively moveable
inter se where the bag was subject to bending.

4 Both ends of the bag would be closed.

5] They would be closed by means of reinforced sewn or stapled
seams formed by collapsing the nested tubes and making such
seam by sewing or stapling through the combined thickness of the
walls of the bag.

6 The seam would be parallel to the end of the bag and adjacent
to the end. |

7 The seam would be reinforced by strips overlaid on each side.

8 The plies or sheets of paper would not be attached to gne another

i
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save at the ends,

9 At one cornér of the closed bag a valve would be formed.

I0 It would be formed by folding in 2 part of the wall of the bag
composed of the plies or sheets of paper.

IT The valve would be folded in before that end‘of the bag was

closed.
The specification would also include additiongl claims
addiﬁg other elements to a papér bag constructed with these
characteristics. Although there can be 1little doubt as to the
nafure of the invention disclosed by the specifioation as it would

be amended if the application were granteq)it'is by no means easy

to discover from the unamended specification what is the invention

it ascertains and claims . The difficulty does not arise from

b .
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the body of the specification,but from the nature and number of
the claims with which it ends. The advance in the art of
constructing heavy bags as containers of quantities of heavy
material which is descrihed and ascertained in the body of the
specification is clear enough. The specification states the
disadvantages of employing single sheets of thick paper,the expense
of the paper,its tendency to break where folded,the necessity of
closing it by pasting down the ends,the stiffness and consequent
imperfection of valves made by folding in. It then proceeds as

follows:t~- " With the object of avoiding these defects the walls
" of the bag, according to the present invention,are made of
" several plies of lightweight paper, the plies being moveable

-8
" relatively to each other at least at the places subjected to bendin
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" and it has been found that the walls when so made may be folded
" without causing any substantial weakening thereof, that a valve
" made by folding the walls of the bag is sufficently flexible
" to give a satisfactory closure, and that the strength and
" durability of the bag under rough handling are greatly incresased
" over a bag made from a single ~sheet of substantially the total

" weight of the sheets used. " The specification goes on to
describe changes which are »rescribed or recomuended in the mode
of constructing a bag because of the alteration from 3 single
sheet of thick paper to a number of sheets of thinner paper.

The bag is to be closed by sewing,stapling or the like, instead of
by pasting. The valve is to be formed at the junction of the

side wall of the bag and the end closure , and it is to be formed

P
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by folding in the wall of the beg at that point : further) o number
of plies of paper are to be folded in . The stapling may be
reinforced by a tape which may be adhesive , and may be placed on
both sides. A preferred construction is by nesting tubes one
witihin another, and leaving them unattached save at the ends. The
valve is formed before the closing of the bag. The specification
mentions come minor matters and enlarges on the advantages afforded
by the method of construction described. The invention so far
disclésed nmight be briefly but not inaccurately described as & paper
bag for rough usage constructed of a number of sheets of comparatively
thin papef atcached together at one or both‘ends and not otherwise)

so that,in bending)the sheets are capable of separate movemen?}and
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" 80 that a valve may be made by folding in the walls of the bag)which may

include some subsidiary improvements that are necessitated by or occasiorn
ed by the use of a number of sheets of thinner paper instead of one
sheet of thick paper. But the specification ends with twenty eight

claims. The first of these claims a paper bag of the kind before referred

‘to in the specification ( which I take to mean "suitable for heavy

" service,for containing material of great weight,and for withstanding

" fough usage" ) having its walls composed of a plurality of plies of
paper which are relatively moveable at the places subjected to bending,
and haviné one or both of its ends closed by means of sewing,stapling or

the like, Most of the remaining claims commence with the words

o R
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" a paper bag as claimed in claim ( giving the number of or
" otherwise referring to one or more previous claims) characterised

" in that ". Then follows a statement of some element or
attribute nqt béfore ?eferred to in the claims. If these claims
are treated‘as‘reléting to one invention only they do no more than
progressivel& restrict the area of the monopoly for that invention
by progreésively increasing the elements in which it consists.

But although a patent may be granted for one invention only,it is
not competent for any person in any proceeding to take any objection
to a patent on the ground that it comprises more than one invention
and if the specification contains two or more claims in respect of

the invention,the invalidity of any one claim does not affect the

- N
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-~ validity of any other claim or of the patent, secs 6I and 65, ~In

the security afforded vy thgse provisions the applicant has been able

to urge that amongst the claims in his specification he has claimed

an invention consisting in a bag constructed with the eleven character-
istics or elements for which his amended spevification would ckaim a
combination, The claim by which this is said to be ancomplighed is the

I9th which claims for " a papef bagvas claimed in any of the preoéﬁ@ing

" claims characterised in that the bag is formed of a nested series of

" tubes such tubes being attached to each other only by the closures

" at the ends of the bag." It may be conceded that by a Jjudicious

syntheéis of the characteristics to be found in the preciﬁding claims,
#oe

a bag may be discovered in this claim possessingAfeatures for which a

combination claim is now sought, In my opinion it does not follow

L
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" that the specification as amended would not claim an invention

substantially different from that claimed by the specification as it
stands, In the first place the desqﬂiption " a paper Dbag és claimed in
" any of the claims preceding the I9th " includes bags constructed
according to a very large number of differing descriptiohs. The
invention claimed by the I9th clzim appears to me to reside,not in
combining with the nested tubes attached only at the ends the other
elements which make up the eleven features for which a combination
claim is now sought,but in gijing the characteristic of a nested series
pf tubes attached only at the ends to all or any of tﬂe bags which may
rgsult from the previous claims separateiy or in association,

In the next place it appears to me that a claim for a combination of the

ST
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eleven fe;tures enumerated seeks protection for an inﬁention which
;onsists in combining for the first time these eleven integers whether
or no any or all of them had been previously used or known, This
appears to me to be an advance in the construction of bags éubstantially
different from that disclosed by ?he I9th claim,consisting as it does

in adding the specific features distinctly claimed by the I9th claim to
bags of very many differing modes of constructién notwithstanding that

one of such modes involves the use of the other elements in combinstion.

The divergence is still greater if,instead of concentrating on the I9th

claim and the kinds of bag which may be discovered among those within

the general words of the clause, the whole specification including

the claims is read

5‘?‘“’.—1: e
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for the purpose of discovering what in substance ies the single

invention for which protection was sought by the unamended specification.
That inventioh was not a combination of integers possibly old. On the
contrary it depended primarily upon the use of many sheets of thinner
paper in place of one sheet of thick paper and upon the consequences
which ensued from that use. No doubt some of the devices which
according to the specification were made practicable or necessary by
tﬁe use of a number of sheets of paper were combined wifh that method

of éomstfuction. But nowhere is i£ clgimed in the spewification

that the merit of the inventor lies in effecting the combination.

In my opinion the amendments sought would,if allowed, make

- R



13

-the specification as amended claim an invention substantially

different from the invention claimed by the'specification before

amendment,

For these reasons I think the appeal should be dismissed

with coste,
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The appsllant unsacessifnlly soaght leave from ths
Conmissioner to amend s spseification 2ated 17th. February 1528 and
now sppeals to this Court. . ‘

' our dsolsion necesssrily turme upon ths tyue naturs of
ths inventions deseribed and monopoliss claimed in the original spec-
ification. It is headed "Improvements in Faper Bags". - The imventor
dscloléS his inventien snt the menmar in which it is to be performsd
"$o be fully dsseribed znd ssecertained in and »y” the words and figarse
used ,prior to the dsalarution of alsia.ﬁ 26 conssoutively fambared
hesds of momopoly. Gide by side with this deseription and thess olai-
mS, we bave %0 sst the desoription snd the 12 elsims %o monopoly von-
tained in the proposed amendment. |

The matter iz convenlently tested by amendsd olsim mo.l.
1t is s olaim of momepoly o & paper bag, which combines a large namber
of separate featurss. It wes olearly shown by ¥r. Stanley Lewle that




2.
this combinetion as sueh wss not deseribed or ascsrtained in the body
of the originsl specifisation or iz the drawings sttaghsd therste.
it is ssid, bowsver, thet 1f ths ecombinstion now selscted and given

sizenes was clslimsd ss & zosepoly in tha srigiﬁl 26 heads of
alslis, the Te failure to desoride and asesrtsin it should not bs
deemed a Bar to the amsndasut.

mm&hhl ingluded in any of the 28 old olalums?
Pive of the old elsims mm,é%ww—- |
", A paper bag of the kind hereinbefore referrsd %o having
*its walls soapossd of a plurality of piles of paper which ave

"relatively movebls at ths places sabjeeted to hending and hav-
"ing one or both of its ends closed by meane of sewing, stapling

®or the 1iks.
"7« A papSY amm&kmﬁlmmngﬁsm
*in whieh ﬁw & sffsotsd by se . charseterised in that

*s relnfersing strip is m&aiﬁﬁ si% "the elosure.
*10. A paper bag, as claimed im any of the precsding eclaims,
*‘fﬁﬁc‘gﬂa& in that a valve i provided in =n end which is
*12. 4 papsy bag, as olaimsd in GlaimslO or 11, characteris-
"ﬁ& in that the valve is formed by folding im the wall of the

T e e . R B S
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19 A puper bag, a8 ocloimed iz any of the preceding claisms
"oharagtericed in that the bag is formed of a neuted seriss
“of tubes, such tubes beiug attached to each other only by
“ths olosures at the snds of the bag.”

Bew claim no. 1 i8:-

b 3 ;;f:r bag of the kinéd adapted for hesavy ssrvics

"having its walls aumﬂ'e! & plarality of clossly nseted
“Subss of papsr the pillas of which ars relatively movadle at
"the places subjeoted to banding and having doth of its ands
"elosed by msans of reinforced sewn or stapled sesms, whichk
*ares formed by oollaps the nested tudes and miking a re-
"inforesd sewn or ataplsd seam parallel and adjacant to each
“end tharsof by sswing or stapl through the combined ithiek-
"nese of the walls of the bag and of reinforeing strips over-
"1aid on either side of such glesures and havieg the said
;l_lu of paper attached %o one another only dy the saild snd
closurss and having at one corner of the closed bag a valve
“formad by infolding a part of the mmltiply wall of the bag
“prior to the opesration of Torming the asdjscent slosurs.”

The srgument of the appellant is $het new olaim mo.] is
esmidgusbwimes’ 15 014 olaim 19, The latter slaim (it is esid) ie
for & "paper dsg, as elaimed in sny of the preseding claime”®, with
& new feature superndded.

- swwm It is not possibls to derive mew soubination eolaim
no.1 from any of the old claizms unless it 1s present in olé olaim

-




19, It de et in ﬁ,i?%% te
treaied ss s claim to 2 monopol
tbs feature smphas
together with sl1 the oiker slements making up nsw olaism 1.

The only way in which = elsim to such & conbinstion ecan
gmmmtislen b rend into or comstructed out of the old olsims is by
treating ths latter in consecutive order from Ne.l to Bo. 19 ss
including monopoly elsime to all the bsgs which would smbody or cou-
bine any or all of the festures demcribed as the claims inerssse in
pambsr. 5y way of illustration, old claim 7 when it elaims a"paper
bag 58 oleimed in apy of the preceding claims ete.” wonld be trsated
aﬁ&ﬂ&iﬁi&i%ﬁ?kaﬁ the various bags combining any ons
or mors or all of the festurss imoluded in claime 1 %o 6 inclusive,
with the added festurs memtionsd in claim 7 itwelf.

How if such miﬁﬁm wers treantsd as having been

elaimed, 1t follows st onos that, olaim) 1 is a olaim to & momopoly
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for 2 types of #&gﬁ, claim 2 13 » olaim to a menopoly for 2 typee
of bags, glaim 3 Qa eluiz o a monopoly for 4 types of bage, elaim
4 i 2 olaim to 2 monopoly for & types of bags, elaim 5 18 a slaim $¢
a momopoly for 16 types of bags, glaim 6 iz a claim to a monmopely
for 32 types of bage, glain? 7 is a claim to a monopoly for 64 %ypes
of bags, and so on.

| Thus, the 64 bag monopolies elaimed in claim 7 would
includs svery hag containing the echaracteristic feature of 7 in -
combination with every possible combination of bag containing one,
two or more of the festures in elaims 1 to 6,

Proeseding along the 1ist to elsim no. 19, that clsim
would (upon ths basis desoribded) repressnt s claim to 34,816 com-
binations of bage each ons of which containes the sharacteristics of
claim 15, Claim no. 28, aveording to the sams processs, wenld bs a
claim to many hundrsd of thousanis of combinations.

It is true that of the 34,816 combinations whieh, apon
ths hypothesis suggestsd, 1ie hidden in the simple phrasing ot




&,
theres would,as 2 mthemutical necessity,be discoveradble one bag cor-
responding to the combination now dsserided inm mew olaim no. 1,
and the argument for the appeilent involves the contention that new
claim no.l should be regarded as i rapstition of the claim of monepol,
for the 34,815 combinations of bugs msds in 0l elaim 19, aeeompanied
by an implied discisimer in respect of 34,615 sombinations.

The ovsrwhelming inferenes however, is that it was
sever intended to claim awspmmihk this enormous number of combinations
- oebmeisly in 014 elaim 19, Ho one can fairly imputs suck an intentien
$0 the elalmant., For the same reasoning appliss %o slaim 19 as to
claim 28, whars ths worde used are the same and whers ths resalt of
ths hypothesis 18 guits prepe .

I -n2ur 0.1 ;

(JThe appellant {3 not Seewiesesinemiasylebtasesis reall])
disclaining anything incladed in Bis old clailm,and the combinmation
now stressed was not one of the "improvemsnts in paper bags™ he
originally claimed. JBeithar is he corrsstisg or explaining his prier
deseription or ssecertainment of his invention. On the contrery, he
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is claiming & fresh ecoubination, ¢uite different to and dlstinet from

any claim of invention mads inm the first spsoifieation.
ioner’s dscision was 1in ny opluion sorrset.
Ths appsal should bs dismisesd.

The Commime~



