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PETITIONER. 

and 

l~. L, COWPER RESPO~iDENT: 

JUDGME1~T. 

Thia as a petition under section 86 (~)(b) for the revocation 

of letters pate~t dated as of 17th February 1925 granted to the Bates 

YalTs Bag Co. in respect of an alleged invention for improvements in 

paper bags, The purpose of the invention is to provide a container 

which will resist a ooneide rable amount of rough usage or will hold 

heavy ob4Tges 1 such as cement. The bag described by the speoifica-

consists of several plies of light weight paper fastened together 

-

the ends eo that at the places subjected to bending they are 



-relatively moveable~ The ends are fastened by sewing or staplill£ 

or the like. A valve is or may be provided for the purpose of filling 

and closing the bag. The valve is made at an end of the bag where the 

crv 
nultiply walls are fastened by sewing stapling and-it is formed by Sll 

A 

d 

_ / folding in :;k the wall_,. of the bag at this point. An orifice is thus 

made into whtah the material is poured. Tnen the bag is filled its 

contents fall or press against the infolded paper and so close the 

valTe or funnel~ The petitioner claims that the patent should be 

revoked on the grounds that in thEt _state of knowledge at the date of 

the patent the alleged inven.tion possessed no subject matter, that 

.it was not novel, that it had been .anticipated, that before the 



it had in Australia been actually 

communicated to the public and that the specification is insufficient 

and ambiguous. Before any detailed consideration of the nature of the 

alleged invelltion and of the specification ascertaining i tJ some des-

cription is necessary of the state of common knowledge. Many 

substances are so fine that they tend to escape through containers'· of 

jute or other woven mat•ria.l which is also not so impervious to mo:h-

ture as paper. For these and other reasons the use of paper bags. is 

desirable} if the objection' to paper on account of its weaknesses can 

If .strength and durability are sougl:lt in the stoutness: 

f,u 
of the paper other troubles are voountered. The paper 

It cracks where it bends. Effective fastening is 
-\ .1 
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is nat a satisfactory means of 

paper containers and the thicker the paper the less secure it 

Stapling or sewing is 1 of oourse 1 an obvious alternative but!Wlless 
~ - '------

~it has the aid of the /;otional contact of the several plies of the 

.~ 
thinner pa.per, whe=t it is claimed is given by the alleged in~ention .. 

to be satisfactory. 

The use of several plies of paper to give strength was well known. 

'!'he use of sewing and stapling among other fa&teninge of paper was well 

known. The use of a sleeve valve in bags of any material was well 

known. . The device of :forming 1 t by infolding the wall of the bag 

known~ But it does· not appear that a form of construction 

adopted in which several plies of paper bad been left quite 

~' "9'_-



free in their relative movement except at the two ends of the contai1 

er. A patent was obtained in 1910 by one Priem for a multiply papeJ 

container but in his invention this freedom of relative .mo~ement 

was prevented beoause all the sheets of paper were fastened together 

down the side of the bag as well as at the ends. It appears from 

a patent granted in 1922 in respect of bag making mechanism invented 

by Bates) one of the inventora of the subject pa.~tent) that the ma.nufa( 

ture ~f paper bags by making tubes to be out into suitable lengths 

was known. But several such tubesJone within another,so far a.s 

appears, had not been fas'tenecl solely at the ends~. The invention 

npw in question professes to have as an object the remedyir~·of 

.of the d.efeets disclosed by this. state of practice and ~-
-_ =---==··-·--= :~--=-~~.,-- ::_1::.:;_ 



The sp~oifica.tion ascribes to the bag the subjecti:!dl. of the 

invention four ohsra.oterietics which it must have and then adds two 

further characteristics the addi ticri. of either or both of whio:h 

will presumably make a. further improved container. The first 

essential characteristic ie,that it shall ooneist of several plies 

of light 'Weight paper. The second is that the plies· of papel' shall 

be moveable relatively to each other. The third is that it shall 

be closed."by sewing stapling or ~he like. The fourth is that the 

various plies shall be held in frictional contact. In the course 

ot stating thesef:lements the specification explains the advantage ,... . 

The first two permit bending and :f'old:ing without 



which enables 

valve by folding which will close satisfactorily. The multiply sheets 

are stronger and more durable than a single sheet of weight equal to 

'their joint weight. The sewing sta,pling or the like avo ids the neoe s-

sity of pasting each ply of the several plies of paper. In multiply 

walls it does not introduce the weakness i~would in a single thicknee' 

Although the specification may not contain a categorical statement to 

that effeo; it is ~lear from its whole tenor that the fa.etenir.g should 

be at each end and only there. Further it likewise appears with 

sufficient olea.rness that the frictional contact (the fourth of the 

elements I have extracted) is a.t the seams: it 11compen.sates for any 

to perforations formed in clo eing 11 • Tile 



use of sewir.g or ~stapling to;.~;;.;, close ])ape:r bags of several plies is 

~ l 
justified by the specification thus, ~ fi:ret, the weakening effect of 

the line of perfor&tion is less with the multiplies, seoondJbending 

along the line of ~rforatione, which further weakens single walls, 

has little effect on the.more flexible multiplies, third,the frictional 

contaot of one ply with aoother alol'l..g the line of the closures furnish-

es a strengtheningfreature which is absent from similar closures in 

s ir~le walled bags. 11 

These four elements having been briefly mentioned in the speoifi­

.e./ 
This is to be manifest in "a ,... cation it proceeds to state the fifth. 

further embodiment of the present invention" and consists in providing 

bag at the junction of the end fastening with the vertical side/ 
. ~.J. 

~ 



- - - -_ -::-__ ;:--:-;-o:,_--

via~L of the bag a val "Ye formed . folding in the wall of the -b~g. 

sixth. element consists in the further addition that the valve itself 

shall be composed of a })lura1ity·of plies of paper so infolded i.e.tha.t 

one only of the pli.es shall not be folted in to form the valve. 

Besides these features upon which the specifier concentrates there is 

a number of other_natters which enterj into "preferred constructions" 

of the invention a.nd find a placecin some of the claims. 

It is preferxed toa.:pply at the ends to be closed a tape on both sides 

to reinforce the pla.ee of sti tobing or stapling. It is preferred to 

ta]le. lt is preferred in making th~ bag to apply the 

.. 

tape immediatelyl in advance of the needle so that the adhesive 

adheres "to the thread as well as the ju.xtapo sed paper. 



Btrength., it is preferxed to extend the 

tape 'beyond the walls of the bag at each cornet particula.r~y at a 

corner whe%t there is a Talve. It is preferred to construct the bag 

by folding layers of paper to }na.ke a. nest of tubes each outside the 

others. It is preferred to have vertioa.l bellows folds at ea.oh side 

of> the co~lapsed bags: the T&lTe. is then made in one of the bellows 

folds which is folded. down to form so to speak a: horizontal channel. 

·La.stJ a preference is expressed that inTol ves an implication upon whioll 
- . ,~ - .. 

tlle petitioner places great :reliance• 11 It is preferred"., the speoifi ... 

cation runs "to make 'the layers of which the bag is composed entirely 

for the end closures. This allows the free play of 



~ - -. ~ ~-- -.e> 

':11 
one ziaye:ir, wi tli reapeot to the other a:nd .reduces to a minimum the 

- - : -

tendency to ora.ok and furthermore it allows tile removal of one layer 

witi:J.out destroying the entixe bag: Also 11 It is prefexred." to oonetruo 

·. ~0~ . .· ... ·· 
these layere from t-a.bes ~ .~ nested one within the other and are 

entirely unconnected to ·each other except by the end closing seams. It 

.is opvious that this .Pre:fe'l'enoe implies that the invention may be. em-

bodied in bags where complete relative mova.bili ty. between the plies ·~ 

limi,ted by a. JUnction between the plies at other plaoea 'besides the 

closed ends. .Jluoh ·"'f' the utility of the bag arises from the degree 

.. of' re~ative movability of the plies which it allows. The petitioner, 

therefore., suggest,stb.a.t aotually"this important point did not ,appeal -
inventors or specifiers and therefore should not ~• now be 



l think relative movability of 

strongly appealed to the inventors bu_t they considered that its 

P:,t'e&enoe was a matte~. of d.egr~~;~ They i:rl effect, say the highest degree 

iEI;q'tltained by joining the plies only at ,the end closures but that less 

' ,.4' 
· degre~e of relative movability are within their invention. 4l The claim-

.They' are ,oonst:ruoted upon the "chain" principle and in 

'· 

succeed the :f'iist the formula adopted is, - 11a 

~ - -- -

of the "(oi ~ome speoified)"preoeding o.laims, 

by 11 suoh and such additional feature which is described, 



Some proceedings arising out of an application to amend the apeoifioa-

tion( which was substantially unsuccessful) were taken to the Privy ~. 

Council~ In the course of these :proceedings the effeot of this .form 

of claim was discussed~ The petitioner contends that it was deoided 

in this Court that the invent~on claimed by eaoh of the claims express-

ed in this form consisted not in combining the variouS' features con-

tained in tn.a.t claim and the preceding claims, but in giving to a bag 

havi:ng :features refer:rad to in the preceding claims the new :feature 

described in that claim. 

the 
The respondent on :.tU:t other hand contends that the· course of the 

in the Privy Council sh;!ows that their Lordships considered 

11 ohain" claims to amount. to an ordinary combination claim 
r() 
~~ 



0 
or a aexies of combination claims. The difference batwwen these two 

views of the claims appears to me to be of less practical importance 

in oom iderilll~ whether the patent should 'be revoked than upon the 

question which f&~ka fell to be decided in the former p:rooeedings 1 

namel~,whether a proposed amendment containing a combination claim 

oompo sed of many integers did or did not claim an invention substantial 

ly la.:rger than or different from the invention claimed by the original 

speo.Ltioa.tion. Which ever view is taken of the effect of the form of 

claim I think the claims will 'be found to cover a combination of ~k 

. k 
all the essentialj features which can reasonably A :relied upon as 

affording subject matter and none of the other questions in the case 



is much affected by the distinotion~ 

I proceed to state the effect of the more material of the c 

claims. The first as I read it is a claim for a bag adapted for heavy 
I 

/service (i.e. for containing charges too heavy or~t~nd.ing usage too 

xough for a single ply not so thiok as to be liable to ora.ok) construct 

ed with three features. The"ee features are (i) plurality of plies of 

paper (ii) relative movability at places subjected to banding (iii) 

,olo)Asure of one or both ends by sewing stapling or the like. 

The second claim adds the feature that the plies are relatively moveabl 

near the closure. 

the feature that the closure is effected by 

and ninth add to this the 



adhesive oharadteii of the reinforci!li; strip and. the use of adhesive 

tape. The tenth and. eleve.nth add the valve at a closed end formed by 

eewiq stapling or the like. The twelfth and fifteenth claims add 

the ~9~ation of the valve by infolding the wall of the bag and doir~ 

so a~ the end of a bellows fold. The fo~rteenth claim introduce& 
. 

~ the "bellows fold and the sixteenth the method of folding 1 t"'\o form 
" 

a. val'_Ye. The nine tee nth claim adds to a bag made yd th the features 

comp:rised in any of thea previous claims the oonstruotton by a nested 

ct"J,-
.. / aeriaa of tubes attached to eaoh other a1; the ends where the 'bag is 

A 

oloeed. The twentieth claim begins a new chain. The features which 

it ola.ims are (i) pluxality of plies (ii) relative movability at placei 



a valve formed by infolding-the wall (iv} at 

the junction of the wall with the end closure~ The method of fast~ 

ening by sewing stapling or the like is not olaimed as an integer in 

the oombina:tion~ The twentja•il.ond olaim adds to this combination the 

bellows fold and the position of tbe va.lTe at the junction of the 

bellows fold with the closure~ The twenty-fifth claim adds the use in 

the valve o:f the plurality of the :plies of paper which are relatively 

moveable. 

In considering whether) in all this aggregatio7subj eot matter 

for an invention -is to be found it is necessary first to determine in 
' 

wru;.t_, if a.nyJres:peot the patentees' ba.g was new. 

J:n a.ddreseing myself to tha question I commence from the state-

common knowledge made earlier in this judgment. I take into 



account what ie disclosed by Priem's specification and by the speoifi-

I 
j cations of the 1906 and 1922 patents· granted to jia.tes one of the 

. . r 
t.-.Yt¥> l?l'k. 

~ inventors of the subject ~teftt an~for what 

/ tion of the American invention t ;ggSJII of one 

it is wort~ the speoifica­

~,._)irt..........::~ 
Sanders published at thtt 

A.:: . -;::~.~ 

Public Library Perth Western Australia on the 2Jrd Septem'ber·l912. 

·I attach little importance to the testimony given about the so called 

rubbish bag ea.id to have been multiply sewn and that given about a , 

bag said to have been used by a firm in Brighton(Viotoria} named 

·· Ha.yball Bros. I do not think this evidence can be relied on as.giving 

a dependa.'Dle aecount of tbe real construction of the bags. 4t any rate 

prepared to act upon it. 



Evidence was given about a ll"..un'ber of other bags e.g. a so called aata-

logue bag~ a ooke bag, a nailbag,a bag used in the laboratory of Ell,ot1 

Bros.Sydney, bags for tea coffee and the like,and a bag sean at Simpson 

(Slf)ltlf) 
& Mann's 1nauufactory~ While this evidence illustrates common knowledge, 

A 

none of it would afford a satisfactory basie for formulating a method 

of construction for any specific bag. All of it in combination would 

fall short of supplying a design embodyiThg the features relied upon as 

suppo.:rting subject matter of the invention now in questiono 

Another-matter going to common knowledge is a machine known $S 

Strachan & Henshaw's. It is used in Melbourne to make block bottom 

bags. It adjusts the sheets of paper into the necessary form to make_ 

bags. Mr Gibson who saw the; machine said in effect that there, 



20. 

was no adjustment whioh could be readily made so as to paste the ~lies 

of ~ape:r: at the bottom of the 'bag together if desired. The machine as 

operating was pasting the outer sheet to itself. Mr Gibson then want 

on to say that that is an unsatisfactory closure of a bag for carrying 

a. heavy load. I have treated these matters as going to oommon 

ttl:;_ 
knowledge as well as to prior user in a~ stricti~~~( sense 1 'but in either 

aspect they are open to the observations made by Astbury J. in Bovee 

v. Morris Motors Ld. (lt4 R.P.c.-i05 at p. 135 ~ "When a patent, 

"especially one of a simple oharaoter,ha.s pro~ed a oonuneroial success, 

"evidence of alleged prior user requires and ought to reoeivrO'araful-
~ 

"sol'Utiny, and evidence of something that was nearly, but not qJiite 1 

"a..prior user is not r~lavant as suoll to an allegatic)n of want of 



~ 

It cannot ,however,be said that any of these are ne• :=the 
A 

present invention. 

I think the patentees 1 bag exhibits an association of features 

was 
whioh &ra/new~ It associates multiplies of light weight paper, fasten· 

ing at the ends., sewing or stapling; frictional contact of all the plies 

at the~ sewn or stapled fastening, and relative movability a.djacamt 

c 

thereto and elsewhere., by allowing complete absence of a fastening of 

tbe plies at any .other point •.. This arrangement permits conveniently 

bellows fold and the infolded valve; and the fact that they. can 

be accommodated and are in fact used, as well as claimed aa further . 

integers;oannot .be disregarded: It is :no part of a. patentee' a duty 

to explain .ei ~her how he iteached b.is invention 
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/ ( Br~;i~~ ~~it;d ~hgo~hi~~'~l,.:;.'i ~- ;;. 

which 1 t depends. But it does appear from the specification that the · 
. ;• 

apeoifiers sa:w that strength>s.nd flexibility could best be aohieve_d 

by seeking the highest degre~_ of relatiTe movability in manifold plies 

t.hat se~me .at the ends would giTe this,; that. S4Ufing of manifold plies 

J •• '-; 

gave a strollg ole:> sure and yet a.ll~weQ. the bag to open out when: filled;, 

litxtJ befo~~ deciding whether' or not this advanoe d.isoloses suffieient' . . - .· - ; ' . ·'· . -· . ~- . . ._ .- .. 

. . 
s:libject.~tiier for a gra.nt 1 1tc.~s .. desirable to consider the utiliti.of~ 

• - - . - -· .. - '< . . • -•. ,· ·. ·>,, . ' 

. . 

the alleged invention. Now;·:i~. cannot be denied that the,- respo~d~J?.t~ 
.: - ;.:. '~ "':.-~::. ~·,:: · .. : 

.... coimT.erQia.l ~. · 
·_b&i·-,]las- achievaa:·a.. most~ r~m~r'k,a,:~~ejstio(Je~s in Australia~~ Indeed -.·its~ · 

~ c---~;-·.:~~.:~~-'{~·· --~. " : 

to· these,_ .. ···st . 1i 



/revooatiojl proceedings. In my opinion three matters 

and have brought a.'bout this commercial success~ The first factor is 

tha~ a bag oonstr~cted according to the alleged invention has proved 

ver-y efficient; The reasons for this are explained by Mr Gi·oson whos"e 

evidence I accept: In the next place the actual manufacture of the 

/ bags is conducted wi trka.re ~ economy and skill. In the third. place 
\ 

6'~ 
the sa.le and distribution has bean pressed with ingenuity, enterprise 

and. business dil'lomacy~ But while the presence and importance of the 

seaond. and third factors are undeniable, they would have been of 

li tt~e or no avail without the first~ ~he fact is that no paper 

bag :for heavy service has been able to succeed in the absenoe of any 

~~ 
integers: wltipliea,higb.degree of relative meuali.lo 1\ . . .. 



movability 1 sewn or at the ends 1 a.nd infolded valve. 

It remains to decide whether in these oiroumstanoee the advance 

by the alleged invention involves a sufficient exercise of the inven-

tive faculties to afford subject matter. 

\t The question whether the discovery claimed conati tutes invention 

suoh a.s will sup_port the validity of a grant is a question of faot 

p 
to be determined in' eaoh oa.se upon a.ll the relevant ciroumstanoes1 

Ore Concentration Company (1905} v. Sulphide· Corporation Ld. (}1 R.P. 

0.206 at p. 226. A discovery that a known thing oa.n be used to pro~ 

duoa effects previously unknown although it may be a. great and useful 
/ 

. discovery does not amount' to a. })at~ntable invention .. It adds to 

But if the addition is not merely to 



knowledge but P-%0duoes a new and useful thing or result or a new 1IIJI 

-P~.E 

method of producing an old thing or result th~ is subject matter; per 

L-:r. 
~ Lindley in Lane-Fox v. The Iensington and XnightsQridge Eleotric­

t1 

Lighting Company (Limited)_(9 R.P.0.413 at p. 416. In a well known 

passage in Viokers,Sons and Co v. .§.igdell(7 R.P.C. 292' a.t Po 30'1 

n- f 

/Lord Herschell states the test ..., tgt-~hether the step wa.s ~bvious that 
;\ " 

it would at once occur to anyone acqmUnted with the subject and desi-

rous o_f accol)plishing the ~end or whether it requires some invention to 

devise it.. He then says 11 there is no doubt about the law applicable 

"to such a question1 though it is often difficult to apply it to the 

"oircumstanoes of a particular oase,a.nd its application is perhap~ 

difficult when the alleged invention oonsmsts of a new apparatus 
"'i;~ 1:3. --... 
VI tr:· 

' 



26. 
11 c9mbining known elements. If the apparatus be valuable by reason of 

"its simplioity,there is a danger of being misled by that very simplicity 

"into the belief that no invention was needed to produoe it. But 

"experience has shewn that not a few inventions, some of whioh have revo-

"lutionised the industries of this oountry,have been of so simple a 

ttcharaoter that whan once they have been made known 1 t was diffioul t 

"to understand how the idea had been so long in presenting itself,or 

"not to believe that they must ha.veo bear;fbvious to everyone". But 

" a mere selection amor~ possible alternatives is not subject matter. 

J. selection to be patentable mu.st 'be a selection in order to secure 

advantag~ or avoid aome disadvantage. It must be an adaptation.· 



27~ 
of means to ends impoasible without exercise of the inventive faculty;~ 

per Lord Parker in_Clrde Nail Company Ld. v. Russel1(33 R.P.C.291 at f 

306 and of.Auster ll.d. v. Perfecta Motor Equipmants 1d(41 R~P.C, 4gz 

' 

at p.Lt-97. 11 It may be only a small step but it is a step forward an£1. tha 

Uia all that is necesaa.ry 11_1 said Lord Wa.:rri~ton of Oli:ffe on behalf of 

the P:rivy Council in Cana-dian Gemeral Electrios Co.Ld. v. Fada Radio Ld 

47 B.F.0.71 at p.90J1n ~ealing with an integer not in itself new ~~t 

given a. particular use in oom'btnation with other elements of a system 

for a. apecifio purpose and prod,ucing an advantageous reeul t; 

Simpliqity in a combination is not in iteelf a sufficient answer to its 

validity. The q:uestion is one of degree and an important element in 

oonss,idera.tion whether there )las been invention O:t' not is, whether 
#~ 

~ ~-

' 1\~ 
J" '~ 



the thing never having been done before it is a great success a.s regard 

utility and value in the marke1(. A1 though these considerations are 

not conclusive of ingenuity they demand an answer to the question why~ 

unless · thera is some ir.gelll.li ty 1 it was never done before; see par Lord 

Shaw in Britissh Vacuum Company_v • .!!ondon & S.W.Rlts Co.(l912) 29 R.P.C 

309 at p. 330 o i tiP..g Bowen L.J. in Amerioa.n,~Braid.ed Wire Co. v. Them-

!.9JL(5 R.P.C. 113 at p.l25. It must be a real advance ~~t if a 

development be one of utility and satisfies a long felt waat in the 

trade,the pre~~mption1 not of law but of !act 1 arises that it embodies 

inventive ingenu.i ty. The presumption may be displaced 'by evidence 

·. eA-vlaining the oiroumstanoea and the q_ueation nrJ.st be answered in the 



2Tb 

end whether there is a. fresh departure in inventiYe skill or for 

p-e-­
ir~tance a natural development of already inchoate a:rt, see Lord 

" 
Ha.J.dane L.O. British Va.ouum Co. v. James Robe:rtsha!V_(l915) 32 RopP.~ 

c. 4241a.t p. 43¥. 
Objeotions of want of nove~ty and of subject matter often cover 

O<>lll..l'llOn ground although so far as possible they require aeparat~e oon-

si..dera.tion ; see per Lord Herschell in V1okers. Sons S:nd Co. Ld. v. Siddel 



-

If a man with some or all of the alleged. anticipations 'before 

d4r'-' 
v him and gra.ppling with the problem intended to be solved by thAinven-

tian tl• RPbi'Rt sf tlli--PM••aii patent; would say 11 that gives me what I 

"wish11 there is neither novelty bor subject matter. But ii, with all 

this 1..nformation and with common kniwledge, ingenuity was required to 

take the step disclosed by the present patent there is both novelty and 

"/ S".J.bjeot matter .. 'f. the phrases quoted in Pope .A:e;elia.n£e Corporation v., 

I 

S;Eanieh River Pul;p and Pa_Eer Mills Ld~(4i> R.P.C.23 at p.52). 

I have come to the conclusion that tlle invention possesses sub-:-

It is needless to ~ay that it lies in the judicious 

ion of known elements or expedients; that no great departure 



29. 

involved and that it' called rather for a 

--------
happy exercise of judgment founded upon experience and experiment than 

for a stroke of intuition or speculative imagination. But nevertheleE 

there was an obsta.o~e to :tlllll 'be· surmounted. The expedients were at 

hand but no one llad made the r,ight selection. By a. judicious choi_oe 
-- ~ - - " -o~ 

among them baaed~ as I think .. upon an appreo:iation of their operation~ -
and mutu.a.l interaction the obstacle was surmounted. The demand safor 

such a bag was there: it was implioi t in the disadvantages of existing 

methods and practices. The invention alone seems to have answered it 

In my opinion enough ingenuity. was needed and is inherent in the 

association or combination to amount -to invention. I think that 

exists in the first claim ),ut more clearly in the seconc 



tenth~ twelfth', fourteenth 1 fifteent~ 1 sixteenth and nineteenth olaims,. 

I proceed to consider the a,lleged anticipations. 

This case emphasises the justice'of the observations made by ~N 

t..,J: 
/ ~e-4sioe' Fletcher Youllton (as he then was) in Bri tieh Q.;e. Cono-eptra'tiion 

R.P.C.124 at p. 147 

11 It cannot be too carefully kept in mind in patent law that 1 in, order 

"to rendef document a prior publication of an invention, it must 'be 

"shown that it publishes to the 'world the whole invention- i.e. all 

"that is material to instruct ,the public how to put the invention in 

It is not, enough<~}?.ai:'there should pe suggestions which, 

11 taken with suggestions derived from other and independent documents 1 

umay be shown to foreshadow the invention or important steps in it. 

11 Since the date of, the vigoroUS. protest by Lord Justice James against 

. "such a. 'mea~• of prior publications this bas been a universally 



"accepted and moet salutary principle: It applies with exceptional 

"forcte in cases where the alleged prior pu'bliaatior.e are the Speoifioa: 

"tiona of uneucoesaful inventions which have accordir~ly never passed 

11 into public general knowledge bui; have rightly been forgotten: 
a#"'~ . 

~" All m:Aexperience emphasizes in my mind the justice of this rule: 

11 The industrial .and scientific l/l'O'blemsJ which face mai'l..kind, are being 

lla.ttacked all ove% the world by bUsy inventive minds from the most 
~ 

"varied points of view~ When some l'U.oky inventor has been successful 

11 in solving the problem and- ·whether for the purposes of an action or 

"otherwise - the records of past failure or incomplete euoceea are /J 

"searched, it is common to find that suggestions or adumbrations of each 

11 0f the various steps 1 by which he has achieved his resul tJare to be 

"found in some one or other of the W()rks of those who have gone before 

"him,thQugh in different oonneotionc and forming part of a different 

"and probably unsuccessful prooese. wP.en suoh recorda are selected 

"from a mass of antecedent publications and put in an isolated. form 
a 

"before ika Court 1 there ie a danger of their giving rise to a suspicion 

general lack of novelty in the successful invention. But it 



11 lllust be zaum~x•d,hemembered. .that these alleged prior pu'bll.ications 

"are the prodllct of a eelectio~ made with a knowledge of the success ... 

/ "ful invention,and that probably hundreds of proposals equallp. prordsiDE 

tt but which point in wholly different directions, have been nliJ: rejeotec 

ll in the search by reason that they dO so. It is somewhat ae though 

none were to decry the merit of a proJpeotor who had discovered that 

tl sands were auriferous by showing that after due rejection of most of 

nthe no~metallio particles from a handful of sand the gold may be mad~ 

tt to appear viei ble to the naked~ eye. tt 

Almost every word of this appears to be applicable not only tothe paper 

anticipations ralied upon but also to the instances of prior usero 
-----

~ can deal quite shortly with each of the anticipations cited. The 

1'irst relied on is an invention No 515g of 1906 by A. D. :sates one of 

~~~-~~· 
inventors of the 1 limbj oct raiM::~. · It is a si:ngle ply valve bag of ,... . " 



any material. Presumably the petitioner cited this invention in re-

laticn to the valvee But in any case I am prepared to 't)elieve that 

valves in containers form part of the etook of common knowledge. 

It is no anticipation. 

it is ebough to say that it 1niseed the entire point of relative m.ova-

bility between the plies wherever possible and needlessly fastened the 
.. 

plies together vertically, The su'bj eot invention by providing a o_iosul 

at eaoh end and only at the ends makes it unneoeaeary to limit the 

relative movability of the plies at any other point. Any fixed con-

I. 
nection of two plies at any poinyexcept the ends is therefore due to 

-~ 

some cause or requirement which is accidental and forms no part of the 

invention which deprecates any l.imi tat ion of movability. 
---- - -:- ·..- '=-~~-- - -

is no anticipation. 



of a.n Anlerica.n patent of 1912 - {No.l029S93) alleged to 

;pub~ished at the Perth Public Libra:rye pressed 

in argument. I am not olaar that proof' was proper form but 

in ~ny oase the suggestion It 

made with the inner 

Tbe relative movement 

the bags to slip ojle<from another a.s the bags are filled 

strength is·'a.eslred at the of the bag the 
illust:ra.t 



M 
-:ford.~"t is e bvicu*s.J.ycy. . .-ii-i~.,....oh'.;l:-"""~o>.M.~.Q.a ... n'l.ld~nuo~.~-. ~o.QI" O~'~lb>.L+:J.I.. ~wa~c·:a.~-s~c .... iL.-Jtl#l:e,...d.~.-.---~i..~.;w.r~a\i'~l!We=- -(' 

No $891 of 1922 another invention ~·A~D .. Batea is for 

--. 
a. process and apparatus ~ing ant nJ.'ilng.Da.gs;~~The bag is a aiilgl 

.;;~ .· 

~:ply bag o:f any mate:rial)exp:res.slr including paper. The invention is fo 

a. machine for the manufacture of_.bags. The machine produces a tube of 

.~e"tr,. 0\. .r~~ 
material sewn at the lorJ€;itudinal joint in the case of"woven fabriCftDi> 

•.J,t.<)~ h-4-~.r.~frt U4tZd ~k 
~t?a and pasted in the case o:f)paper.,., It does liS$ provide for closing 

a section cut off the tube tra.ne_vereely by sewing and in the case o f 

.Paper provides for ~reinforcing etrip: Except :for these features it ie 

-not in point. 

The :next question is whethe.l' the alleged invention was actually 

in .Australia to the\PU'tltio before 1 t rioeived protection .. 
>~t ~:-:-,-· 

from the circumstance that at or about the time the -v 



was applied for.?one had been entrusted by the 

· patentees 1 who carried on United State;e of Allerica.1 with 

the task of forming a. company or" to exploit the -

/invention, showed and ex:plained~it_~to -sever~ persons. The patent wa.t 

applied :f'or on 17th February 1925 and lloAuliffe arrived here on 6th 

-- -· ----_--, _____ , -

February 1925. A question of fa~_t arises- whether I am satisfied that 
- ~ - --- < ·- ·{_:_\,--;:· -~- -

- - ---::--, 

the invention was thus expla.iile~''be:fore'' the 17th February 1925. l!cAu-
.- -----o-_.;·-o 

liffe gave evidence. His oredi}:)il~i:ty was attacked on grounds wb.ioh I 

..r~~f 14~ J~~JW-m~~:)i~~?'-J~~"', .r414 tji~~~ ~~·ace,/£:; 
·need not "nter 1nto7\It will>'b,~ii'&~l.l~;fJQientfor me to state my ooP..o.lu-~ 

- _ : _ :;~---;tr~\L':~->~- -0~-::: 

There are two queetion;·.-::,.i~~ether the bags were shown and at 

dates. Upon the first question I think the bags were ,shown in 

~. "· ~ -.-._:-,:~;_< YX -_-~:?>< 
;;_~~ --- -~ 

·,_:_::_--c-·-e._ 

. __ _. ______ , "'-'"• 



mtcc'C' 
,tb/Williams,Ra.naall., Corben1 Hum:phrie e 1 

.·.• .. ·/\ ~.;)/ c/~.'--6 

~- ' ~- -- -: ' - -- -_- : ::. - - -

andl-tA}nk. a sample bag was intrusted to 

. ----~~_.-::_,--:-~_:>};-~-:~-:-

'until after the 17th February J.925: Hr.a.rn, however, satisfied that the 

-. k~~~ 
inspection byc.Williams and the other peesons abovename~ooourred before 

the 17th February 1925. . Aparffi9ttJ.: m statute the faot tha.;,p:rior 
- --- ;-~-,_ ~~ .:~_::~--~j-~-:~.--~--,:---

to the applioa.;ion)aome .Australi~:n.'cpeople under no obligation of 

secrecy arisingfrom 
,...,.,~-

invention see per Fry t:J: · Humpherson 

see t'l:aat the persons to whom 

secrecy orin any 



section 124 of 

,regl.lt-4&.45 Vic. No 

11 The !act 

11 publioly. or privately 

"refusil".g a. patent~ 

"Provided thav any public 

tl one year o! the date of 

is puzzling 

immaterial; the question is 

as members of 

ground of the petition 

1903 - 1921. Thi~ section' 

ian Patents Ao-t, .Amendment 

pr tested either 

deemed a. ground- !or 

or testing must have been within 

lod.ging his application :for a. 

of the previous State · 



rather as to the purpose ins~iring 

of the desire 

to allow new inventions to general exhibi-

think the present federal seo tiaz 

must d.n i te and as intendir~ 

the operation of 

the·prinoipls that there public &XJQ!llDX& disclosure 

or pri•a.te-

may ohoo se to 

it simply a.s members or by persons individually 



It-was s.:rgued that all seo 

g :round for refusing 

q~eetion was one of 

l do not 

a patent granted-

invention ought 

for inspection by :persona 

their probable or proepeo-

was,in my opinion, justifl 

the invention. 

that exhibition shall be no 

was not in point when the 

_ The reason for IEU«&~q "' 

previously disclosed was 

n granted. If notwithstanding. 

-,; 



4l. ± 
the prior diaolosure the patent wa.e properly granted it ought not li o 

be l'evoked. 

The last ground of attack upon the patent was that the specific~ 

tion was insufficient and avoidably obscure and a.mbig-tJ.ous. 

This attac~ is based on the use at various places of importance 

in the specification of vague or inexact expressions. 

The particulars of objections under this head are ~ 

"The specification of the said Letters Patant is vague ambi~tJ.ous and un­
"oertain inasmuch as the claiming clauses thereof do not sufficiently in­
"dicate the invention or inventions in respect of which a monopoly is 
11 olaimed. 11 

No greater particularity was sought by the respondent and none 

vouohsaf::ed by the petitioner. 

The la~tJ.age was criticized which describes the purpose of the 

invention as being to furnish bags for "heavy11 service, to contain a 

11 hea.vytt charge., and to stand "rough usage 11 • It was asked what was meant 

by "several" plies a.n,d a tt~lura.lity" o:f plies. What thickness of 

paper was specified 1 Wnat are the places subjected to bending and 

what is "relative movability of the plies" there required? Does the 
speoif.ioation make entire freedom between the plies :part of the 



11 tbe like"t 

' sp~~!leQ. in the a,;guzil~nt 

epeo.iifioa.t1on'a.:ila it :ill 
- - -. - -~:- ' . . 

. . 

the inveiltion into· effect. 

'The purpose fo~·which 

of. handling are ·. 
' • .. 

.. t~pling o]! the ·like"··· .. 

criticia~ms were inter-

reQ.uir1ng reference to the 

far the petitioner 

obligation of describing ./ 

explaining how ~o carry 

used cannot be stated in 

plies,weight o:I charge 

• The person-who reQ.u~rt 

- .·-
··:_-_- -; __ ,_ :;......i-;...........d... 



./ 

es a container is expected to use some a.omm.on sense or judgment in 

ctll.oostng the material and the number of plies in reference to the goods 

to 'be put in it and the usage it is likely to experience in the course 

of handling. So the places subjected to bendir~ depend upon the dimen-

/ sions of the bag 1 the use or absence of the bellows foldland the nature 
I / 

of 

the words "the like" they obviously are used to prevent in-

fringement by resott to some,equivalent of sewing or stapling which the 

specifier cannot exactlyforesee. I have already expressed my opinion 

upon the meaning of the speclfioationnin relation to the complete 

/ movability of the plies inter se. ~I have not thought it necessary to 

consider the validity of every claim. I do not think the eourt ought .~ 

<"Y' 
"'-,£ 



44 • ..e~;t~L-/~~ ~ ~~; 
to revoke single claims where the substance of the patent is uphel~ 

On the whole oaee I think the petition fails and should be dis-

missed with costs inoludir~ the coste of the shorthand notes.? c/J r-


