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PETITIONER.

RESPONDENT.

JUDGMEHT. RICE J,

Thie 48 a pétition under section &6 (4)(b) for the revéoatibk}
of letters patent déted as of 17th February 1925 granted to the Bates

Valve Bag Co. {n respect of an'ailegéd:invention for improveménts in
,papg;ibage; - The purpose ¢f the inventien is to p:ovide a container

= whiebvwill reégst a coneiderablékamount of roughbusage or wilil held

’i Eeavy chqrges , such as cement;r The bag dagcribe& by'the épecifica-?'
" tion consists of éeve:al plies of light weight paper fastened toget@ér;

bmiy;at,the ends so that af'theaplacas subjectéd to bending they}are;%i




el

_~relativelf moveable;' The en&s are fastened by sewing or staplin§>ﬂ  “

or the like. 4 valve is or may be previded for the purrose of fillihg'
and closing the bag. The valve ie made at an end of the bag where the

oV =
nultiply walles are fastened by sewingkatapling and it is formed by ZER
folding 1n”a=?the wali; of the bag at this point. An orifice'is thus
made into which the material is poured. When the beg is filled ite

contents fall or prees against the infolded paper and so cloee the

vaelve or funnel, The petiticner c¢laims that the patent should be

- ‘revoked on the grounds that in the state of knowledge at the date of

the patent the alleged inventicn poesessed no subject matter, that

,itlwas not novel, that it had been anticipated, that before the



; ” g§£iié£%£;n'f6I“ihélléffe?giﬁaféntl#ﬁahad iﬁ*iustralia_ﬁéeh actﬁéii§ t'f
;cOmmﬁnieated to theypublié andv;hat ﬁhe specification is insuffidiéﬁ%ffi
" and ambiguous. Béfdre ahy’éétailqd conslderation of the nature of the
alleged invention and of the specification ascertaining 1§,some de B
e:iption'ie necessary of the state of common knowiédge; Many
substances are so fire that they tend to escape through containers - gft
~Jute or other woven materisl which is also not so impervious to mois~
tﬁrs as;pgper. For these and other reasons thetusé of péper bagaﬁie
}deeiréble’if tﬁe objgctions'to paﬁer on account of its weaknesees;gan

)

fSé}ovarcbme;"If'gtrengthvand durability are'aought'in the stoutness

nd thickness of the paper other troubles are sgcountered. The paper

‘ebsafléXiblq._ It cracke where it bends. Effective'fasteningjis;g
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*~ai§ss easy. Pastiggrof éumming‘is ndtra,ﬁatiéfactory méaﬁé cf,bibgipg

' péppr‘containers and the thigkér‘the‘paperffhe less secure iifbecéﬁsf,

£

. Stapling or seﬁingAia, bf course, an obvious alternative,ﬁut&gnlees i
: __it has the ald of the fjictional contact of the several plies of the L

o ) "ok N - N .
thinner paper, whet 1t is claimed is given by the alleged invention,

, rj?igggfgpt’appear to be satiafaifzfgz>

The use of several plies of paper to give strength was‘well known.

The use of sewing and sfapling ameng other fagtenings of paper'waa well
" known. The use of'a sleeve valve in bags of any material ﬁas vell
 :~knbwn.. The device of forming it by infolding the wall of the fag

ﬁ@fgiéll knpwnf But it does not appear that a form of cocnstruction

en adopted in which several plies of paper had been left quite
s , . = , 4 BAeRE IRL
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free in their relative mévement except at the two ends of the contaii
er. A patent was obtained in 1910 by one Priem for a multirply pape

container but in kis ihventiqn this freedpm of relative mo¥ement

was prevented beeéuéé all the sheets of paper were fastened together

down the eide of the bag as well as at the ends. It appreaxs from

a patent granted in 1922 in respect of bag méking mechaniem invented
TLV/// by Bateﬁ,onz of the inventora of the subject paﬁtent)that the mamfac

ture of paper bags by making tubes to be cut into suitable lengths

-

was known. But several such tubes,one within another,so far as,

appears,kad not been faéfenedUsole;y at the ends;. The invention

;;pi in question professes to have as an object the remédying(of“
,ﬁﬁé’bgzthevdsfects'd{sclosed,ﬁy(th;gfétate of practice and ‘5f§ 
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' krowledg

‘The spg#ifioation ascripee to the bag the subjectiak of fhe
ipvenfion_four dhzractéfistiqs which it muet have and thgn adds two “
further cha%aotérietic; the additicn of either or'boty of which
will presumably make a'further improved container,  The first
eseential oharacte¥iatio is, that it shall coneist of several.plies
of light weight paper. The second is that the plias=of raper shail
‘be ﬁoveaﬁie relatively to ea;h other, fhe third ie tgat it shall
be olosedsby sewing gtapling:or the like. Thé fourth is that the
various plies»shalllbe held in frictional conﬁaeﬁ. in the course
‘ i>,q§astatiﬁg thege{%igments the.speoificaticnﬂexplains the advantage

~ o

each gives. The first two permit bending and fol@ing without




weakeniig. Thef give a,flekibility which enables the fcrmafion of a :

valve by folaing which will close satisfactorily. The multiply ehee#e
are stronger and more durable than a single sheet of weight equal to
their Joint weight, The sewing stapling or the like avoids the neces-
sity of pasting each ply of the seversl plies of paper. In‘multiply

walle it does not introduce the weakness it would in a single thicknest

Although the erecification may not contain a categorical statement to

that effeo?,it is clear from its whole tenor that the fastening should

be at each end and only there. Further it likewise appears with

sufficient clearness thaf the fricticnal oontaet_(the fourth of the
;V_elements I have extracted) is at the eeéms: it "compensates for any
~ﬁeakening of the plies due to pérfofations formed in closing®, Tae

,g; B
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g,

use of sewirng or~stapliﬁg'toxﬁ¢#¢ close paper bags of seversl plies lis
| e . . 7
o/ Justified by the specifiocation thus, - firet, the weakening effect of
the line of perforation is less with the multiplies, second,bending

along the line of perforaticns, which further weakens single walls,

has little effect on the more flexible multiplies, third,the frictional

contact of one ply with ancther along the line of the closures furnish-

68 a etrengtheninq&eature which 1s absent from similar closures in

single walled bégs."
These four elements having been briefly mentioned in the specifi-
) ed
: ‘V/ cation it proceeds to state the fifth. This 1s to te manifesgﬁin g
“further embodiment of the present invention" and consists in providing
inithe bag at the junctlon of the end fastering with the vertical side,

9:'%?
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vvya}lfof;thefbag_afvalve;fofgedjby £o1ding;i;tﬁe‘ﬁéll of’££§€bag,:;$he

‘L sixth’élement coneisﬁ?’in théifﬁfthé:tﬁddition'that;thé valvgitgé#fi :
shall be ocomposed of é piurality’of plies éf papgf 80 infolded;i.é.fﬁg#;

v;oné'enly of the éliea s?#ll nbtﬁbe folgéd in to form the valve.

' Eesides‘these,feattgee upon #£ieh,the specifier concentrates there ;élp

é-number_ofothergnmtters’ﬁhich 9ntei£;inte Qpreferred congtryqtiongﬁ‘,

thhe‘invention a#d:find,a plécé,in;éope'o:qthe claime.

’ Itﬁis'preferréd'toj&pply at the ends to be closed a tape on both sides

~ to reinforce the ;ﬂébe of stitohing or stapling. It is preferred to
‘ ﬁseégghegivé«tgpar';ltLi; preferred in making the bag to apply the
adhgéﬁy,ftépé5;mﬁed£atelyzin ééiahce of,tﬁe!ngedle‘ao that the adhesive

material adheres to the thread as well as the juxtaposed paper. w
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fi?dﬁ#evéht,raiéllingvaﬁd)give_stréngth,it is preferréd to extend théfii
’tgpébeyond the walls of therﬁag af‘eaoﬁ corned particularly at a
corper where there ie a valve. It is preferréd to construct the bag
'byvfoldihg 1a§er§ éf paper to meke a nest of tubes each outeide the
others, It is'pieferred to have vertical belléws foldé at e;ch sid;
of'thejcollapqu bags: the valve is then made in one of fhe belilows
fqlda’which is folded down to fo;mvso to spgak a horizontal ohannelg
§La§t,arpr§ferennafiq exprsssgd that involves an 1mp1icatiqn upop*which
'thé*petitﬁqner,p;gces éfeaﬁ reliance, "It is preferrsd",the specifi-
'Qa?i°n ru@s "tomakétge layerg 0of which the bag is composed entlirely

ﬁfseparate'gxcept for the end cldsurea,, This allows the free play of

4



ongwlaﬁéijﬁith'reépect to'%ha“qther§aﬁdireduces t0 a minimum the

~

,tendancy 0 oréck,éndwfurtheiigfe it,gllo%s the rsmoval'of one layér  :
ﬁiﬁ@ﬁﬁt destroyiﬁg the enfirg b#g;v‘ Aleo “If is prefarred” to éoh;tigc
;;/f” tpeéa,laye:o‘fromthbeaﬁ i ‘;Q;;‘peatédvope yitﬁih the‘otﬁgr‘andyéféi'v
_eﬁtfrely uncpﬁhqctad to;eaoh d£he;‘éic§pt ﬁitfhe énd'§icaiﬁé‘seéms._it 
ié}ﬁpviouath&t this‘préferenga.;mylieg that the inventioﬁvmay‘be«eﬁ— :
: @odigd in bags wh;re~56mpletevrelatiye=mov#bilipy{betwéen théfé;iés ;;
‘ lig%ﬁed-by‘a§gnot;on £étween thg;plies at,other placesrbeeidés'the ‘
f‘bééépd'endg;f1#@§h-6§thé utili@y‘of'£he bég arié;s'frém t#e‘dagieé
of :’:e;gi;iv,e ‘mo,vépkn;ty{bf tne pivié's“m;ich' 1t anows The :' z‘a‘igzlv‘\:'.i'tion‘ef,

> théiefo:e,auggebt5that aotuéllyftéis important*point did'nét-gpégaiv

——"

fhé,inxentors‘or speoifiersfand_therefcré{ahbuld notqufhow be Aiéii
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relied gpop_aa;affcid;pgﬂa;;cqpt?ié@;inégto subject matter, I do mot

nderstand the spsoification. I think relative movability of
'bi?ééaétrongly'appéa;éd'to'théjiﬁyentprsabuﬁ'they>consid§iad_that‘;tSQ

" presence was a matter of degree. They in effect say the highest degree

ﬁ_fdéé§§§gf§fgiglativé goygbilipy_are,within:their‘invanﬁioﬁ;f The claim-

- ;ihg7ciauseé;9f tp9 §¢e§ificatib§gamount,inrnu@ber to no lsss than

haraqtér}saawvbyﬂ'sﬁéh‘andysucﬁﬂ;daiti§halif¢ature which is dgécribed{
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Some procecsdings arising out of an application to amend ths specifica~
tion{which was substantially unsuccsssful) were taken to the Privy ©
Council, In the courss of these procesdings the effect of this form

of claim was disocussed, The petitioner contends that it was dscided

ip tﬁis Court that the iavention claimed by each of the ela;ms expiess—
ed in this form consisted not iﬁ combining the varioue features con-
tained in that claiﬁ and the prsceding olaims, but in giving to a bag
héving features referred to in thé preceding claims the new feature
ffdaécribed in that clainm.

the

The respondent on xkaxx other hand contends that the course of the

”1atgument in the Privy Council éhﬁows that their Lordships congidered

£0

'ééthfftha "ehain" olaims to amount to an ordinary combination claim
e : ) S ' - B




or a ée"riéa éf oom’éination éllaims. ﬁ‘he di;ffe'rehce be’cw;;;n these two/
visws of the claims appears to me 1o be of less prasctical imporiance
in cbmidering whether the patent should be revoked than upon the
question which Rakxkx fell fo be Edacided in the ’former procesdings,
namély; whéthﬁr a preposed amendment' contalning a combination ola_ifm‘
aompo_ egd of m,a.ny‘ integers 4did or 4id not claim an inveation eubstanfiai

: 1ytla.rgax than or differsnt from the invantioé claimed by the’origin'al
,apeoific;tion. Which ever jriéy Virs taken of' the effect of the form of
olaim I think the g}aigg will be found to eover a combination of X

;‘ ,‘al’l the essaﬁtialﬁ featﬁréé whi¢§ can reasonably relied upon as

;j.a{?ﬁrdi_ng subject matter and none of the othsr questions in the case




is much affected by the distinstion,

T

e

:fﬁcfj/ I procssd to state the effect of the more material of the c

claims. The first as I read it is & olaim for a bag adapted for heavy
»//tséiviee(i.e; for oontaiﬁing eha:ges too heavy_ori%?aning usags too
rough forba single ﬁly nﬁt 80 thin; as to be liable to orack) cdnstruct
ed with thres features, These fsatures gre {i) plurality of plies of
paper (ii) relative ﬁovability at places s;bjected to bending (iil)
slogdsure of“one or both ends by g;wing stapiing,q: the iiie,
Tﬁe second’claim addsrthe featufe that the plies are relativelf moveabl
near the closure,
'Tié;ae?epth claim adds the featﬁré that the closurs is effgctsd'byf

sewing with a reinforoing strip, The eight and ninth add to this the
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adhesive charadted of the reinforeing strip and the use of adhesive

tepe. The tenth and eleventh add the valwe at a closed end formed by
sswing stapling or ths lik;a. The twelfth and fifthenth claims add

the Lormation of the valve by infolding ths wall of the bag and doing

80 at the end of a bellows fold. .The fourteenth claim introduces

' / the "pa;llows fold and the sixteenth the method of folding itfto form

a valve, The minetesnth claim adds to a bag made with the features
eomp;ised in any of thed® previous claims the construction by a nested

. ssries of tubes gttached to eac}:i otherAa.’ the ends where the bag is

- closed, The twentieth claim begins a new chain, The features which

it claims are (i) plurality of Plies (1i) relative movability at place:

3
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% 17, N e
& subj éct@to"bgnding(iii) & valve formed by infolding the wall (iv) at

tﬁe junction of the wall with the en;l olosure.  The method of fast-
ening by sewing ststyling or ths lika is not claimed as an integsr in
the combination, The twentyesbond claim adds to this combination bha
bellows fold and the positioﬁ ofzﬁhe valve ap the jﬁnction of the

bellows fold with the closure. The twsnty~fifth ¢laim adds the use i‘_iiz

the valve of the plurality of the plies of paper which are relativel}f

moveable,

In co nsidering,whe’chsr} in all this aggregation subjkeot‘matter

z

for an invention is to be found it ie necessary first to determine in
what} if any;ireapect the patentees! bag was new.
In a.,ddfesaing nyself td this question I ocommence from the state-

éeﬁf»qf common knowledge made earlisr in this judgment. I take into"@

=




account what is disclosed by Prism?s specification and by the specifi-

j/ cationa of the 1906 and 1922 patents granted to,Eatee one of the

f‘

m

~// inventors of the subgeot patent ani)for what it is waﬁté)the spsoifica~
7 e) ,61_.9/( M /

v tion of the American invention ggg:ﬂiitof one Sandarg\yublished at the

o
Public Library Perth Western Australia on the 23rd September 1912,

-I attach ;ittle importance to the tesfimony gilven about the so called
Tubbish bag said to ﬁave been multiply'éewn and that given about a,; ﬁ
bag said to have bsen used ﬁy a‘iiim in Brighton(Victoria) nsmed

~Hayball Bres. I do hot think fﬁié'evidence.can be relied on as.giving

7i:§idepend#bie account of the real construﬁtioﬁ §f the bégé. &% sny rate

1 am not prepared to act upon it.
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19.

Evidence was given about a number of other bagé 2.g. a 80 called eataex

logue bag, 2 coke bag, & nailbag,a bag ueed in the laboratory of Elldotd
Bros.Sydney, bags for tea coffee and the like,and a bag seen at Simpson
Sq‘)ﬂly/’
& Mann's manufactory. While this evidence illustrates common knowledge,
S,

none of it would afford a satisfastory basis for formulating a method

of construstion for any specific bag. All of it in ocombination would

fall shoxrt of supplying a design embodying the features relied upon as

-supporting subject matter of the invention now in question,
Anc ther matter going to common knowledge is a machine known as
Strachan & Henshaw's. It is used in Melovourne to make block hqttcm.

'5f'§ags.- It adjusts the sheets of paper into the necessary form to make

w ﬁh&ée bage. Mr Gibson who saw thef machine said in effect that there -

. B vk
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was no adjustment which could be readily made so as to paste the plies
of paper at the bottom of ths beg together if desired., The machine a8

operating was pasting the outer sheset to iteelf. Mr Gibson then went

on to say‘thgt that is an unsatisfactory c¢losure of a bag for carrying

a heavy load. I have treated thess matters as going ?o conmon 7
vd knowtedge as well as to prior user in & strictdeE sense,but in eithsr
aspect they are open to the obeervations made by Astbury J. in Boyece

y// v. Morris Motorse Ld.(44% R.P.C.105 at p. 135 i.e4 "When a patent,

"especially one of a simple charactér,has proved a commercial eucceés,
vﬁeiidénna of allaged pricr user fequiree and ought to reoeivéf?éreful
"“aoiutiny, and e{idénce‘of sometbinéithat was nearly, but not qﬁite,
 f,f§prior useser iavnot rélu&ant ag.puchrtd én'allegation of want of

ﬂ




#sﬁﬁjaqtém&ttgr1ihké”suﬁﬁé@ﬁ§i%:patéﬁt*f ‘
" 1t cannot ,however,be said that any of thees are néw R the

' )
present invention,

I think the patentses® bag exhibits an association of features

which :i:/nsw; : Itasaocia#egimuliiblies of light weight paper;faéﬁﬁa

ing at tbg ends;sqwing or éféﬁiipé,f:ictianal contﬁct of all the piié?
&t the sewn or stepled fastezj;;i;g,g ghd- Telative movability adjacemt

xfhereto and eisewhere; by allqﬁing ¢§mplete absence of a féa%eningyéf;
,“tbe,plies at aﬁyVoths:fpoint‘ ,Tgis:a?rangement rermits conwenientiy:_
tnebellcws folg_a:;gf the infoldadva.lve , and "'the’v‘;fa.-ctktha;t":t,hsx onn’
j€p§:emcoﬁ#odatédvaﬁdja;e-i; fag#;used,‘as welivgs¥c1éim§d4as fu’ﬁh§: 
'{iﬁféggrs;éanhot’beJdiB:egargéd}i%it iéiﬁd»éé?t‘ofg patenteeis duty

:sppéiiiqation.to_explaihféiiﬁérihéwhefhééchedghisjinventioh%%
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/ (@2 United S0 Maohinerzcomp any Ld. Ve Yusse1l 3 Son_s,_la_@._(25
7 R.P.C.631 at ﬁp.651 -652) orifhéiexaot mechanical principles upon !
vhich it depends. But it doéé appear from the specification that the
spscifiers saw that atrength:and flexibility could best be achievsd :
by sesking the highest degree of relative movability in manifold plie§
that seams at the ends Qouid give this; that seqing of manifoid'plies

gave a strong closure and yet allowed the bag to open out when?filiad,

Next,befo:e deciding whether or n@t this advance discloses suffieient

subject mattsr for a grant,it.ie.deeirable to éonsider the utility of -

the alleged invention,. Now, 1t cannot be dgnigd that the reépohdantf
| commersial ’

- bag has achieved a most rgmarkablg/succegs‘in'Austrglia. Indeed itse

~ success accounts for the'impértaﬁcethat-both‘pérties give to these 25&




, /revooatiogx procesdings. In ‘m&‘o’binib;ﬁ three matters contribute to ﬁ

a‘nd_have broughtA aboﬁt this commeicial succass, The first f;ctbr i’é ) |
that a bag const’mcte‘d ac&o‘rd“izﬁg to the alleﬂged invantign hag proved
very effigient; The‘reason's_ foz: this are exiﬁla:ined by Mr Gibson} who 88
evidence I acoapt:. . In the nekt pi'Lace the actual max_mfaoture of the
bage is conducted wit}:%:a.re o tzaoon;my and skill. In the third pla’?ﬁ
ii;e sale aﬂ.id’distributicn_ has besn pressed with ingenuitvy,enterpriaev
and bueimjss dipiqmaoy; ﬁut while the presan.c,a and importance of thE
,sgccnd andr third fao.tors are un‘deniable‘, they would have been of |
little or no avail without théffdgst; The fact is that mo paper

bag for heavy service has been able to succeed in the absence of any !

AP

na of;,tholsg intégers:A "1tipliea,'hig‘h degree of relative mewakixix
B B : - 2 o S . TN . . . . - 3 N
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Améiabilit?;geiﬁﬁdi stafiéd ﬁeamé é£;tﬁe endé,and infoldedg;alvgf“»
It remains to Aeoide whe%her in t;saé cifcgmetanoea the ;dvance
by the alleged invention involves a suff;cient exersise of the inven-
tiva'faculties to afford subject matter,
" The question whether thé diéccvery;claimed constitutes invention
such as will support the validity of a grant is a quastion‘;f fagt

Ed

. H
to be determined in each case upon all the relevant circumstances,

Ore Concentration Company (1905) v. Sulphide Corporation Ld.(31 R.P.
C.206 at p. 226. A discovery that a known thing can be used to prod
duce effects previously uhknown although it may be a great and'%eeful

f&iscovgry does not amount to a‘patent@blc invention. It adds to

}é}?glbut‘§now edge, Byt 1f the addition is not meTely to N g



knowledge but produces a new and useful thing or result or a new =x¥w

) i e/
v/ method of producing an old thing or result tﬁéé-is subject matter; per

’ £ T
Sord Lindle%1in Lans~Fox v, [The Xensington and Knightsbridge Elscirie

Lighting Company (Limited) (9 R.P.C.413 at p. 416, In a well krown

passage in Yickers,Sons and Co  v. Siddell(7 R.P.C, 292 at p. 30%

i fo .
v/’Lord Heraschell states the test a-»tiA?hether the step was obvious that -
. . A

it weould at once ooccur to anyone acqudinted with the subject and desi-
" rous of aocdmpliahing the end or whether it requires some inveniion to
~devise it, He then says " thers is no doubt about the law applicable

"to such a question,though it is often difflicult to apply it to the

?rl?circumstances of a particular case,and its application is psrhaps

‘mdéf,difficult when the alleged invention consists of a new appafatqa

Wy




»"cpﬁbiﬁing knowﬁ elémeﬁté. VIf“the apparatua e valuable by reason>6fff
“its simplicity,there is a danger of being misled by that very simpiigity
"into the belief %hat no inyentisn was nsededgto produce it, ﬁut
"experience has shewn that not ; fgw‘inventions,soée of which havs revo~-
n;utioniged ﬁhe indnatries‘of this country,have bgen of so Simplgva
“gharaotér that when once they ygvé been madé known it was diffiéﬁit:
“to‘undenstand how the idea had been so long in preéenting 1tself,§rv
7 "not to ﬁeliéve that they must haveibeeqobvious 10 everyone', vBut‘/f/
“{a'm;:e ecl&ation among poasible.giternatives is not subject matter,

;Agéelegtion to be ratentable must be a'seleotion in order to secure

éoﬁa,advgntagggor,avdid some diéadvahtage;, It must be anyéﬁaptaﬁioﬁifj




S : 27. i
* of means to snds impossible without exsrcise of the inventive faculty;'

per lord Parksr in Clyde Nail Company Ld. v. Russell(33 R.P.C.291 at ¥

305 and of.Auster L4 _v. Perfecia Motor Equipmsnts La(41 R.P.C, 4&2

at P47, "It may be only\a small stepr but it is & step forward and%tha

"is all that is necessary",sald Lord Warrington of Cliffe on bshalf of

the Privy Oouneil in Canadian Gemeral Electrics Co,Ld. v, Fada Raddo L
47 R, P, 0,71 at p.90,in dealing with an integer not in itsslf new,bﬁt

given a particular use in oomb&nation with other elements of a systém

for a spegcific purpose and prodnding an advantageoua result:

-Simpliqity in a combination ;B,ﬁbt in-itsalf a sufficient ansﬁar to its

validity. The question is ons‘qf degree and an lmportant element in

{ﬂ;phekbonsidsratioq;whether thers has besn invention or not is, whether




. ‘the thing never having heen doha vefors it is a great success as rega:d
utility and value in the markéf: . Although thess considerations are
not conslusive of ingenuity they demand an answer to the qusstidn why,

unless thexs is some ingemuity,it was never dons before; ses per Lord

Shaw in British Vacuum Company . London & S.W.RIXB Go.(1912) 29 R.P.C

309 at p. 330 citing Bowsn L.J.f_in American Braided Wire Co, v. Thom-
gon (5 R,P.C, 113 at p.125. “ylf must be a real advance but if a
development be one of utility-&nd aaéiafies a 19ng felt wamt in the
trade, the pre&amptian,i;;t of law but of fact,arises that i*ﬁv empodiés
.inﬁgntiﬁa ingéngityt The presﬁﬁptién’may be §isplacsd‘by evidence
$f7§;plainiag the cirqumstan;es andvthe‘qﬁestioﬁmust be ansﬁerad in ths

Ll
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end whether there is a fresh ds'p_arture in inventive 8kill or for

instance a natural development of already inchoate ars, seg\ Lozrd

Halidane L,C, British Vacuum Go. V. ,'Jagesr Robertshaw (1915) 32 R.PP.
C. h42h,at p. l#}i
Objections of want of m#élty and of gsubjsct matter often cover

coumon ground although so far as possible they require separate con-

sL&eration ;- 888 per Lord Herschell in Vickers,Souns and Co.Ld, v.Siddel

333
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(7 R.P.C; .292 at p.}Oll-) | .
If a man with some or all of the alleged antioipationa before
v -him and_gr@ppling with the protiem intendad to be sclved by thi\inven-

v’ tilon 1s % would say "that gives me what I
"wish" thers is neither novelty hor subject matter. But if,with all

this information and with commdn~kﬁdﬁlngs, ingenuity was required to

take the step disclosed by the pressnt patent there is both novslty and

:3//subj&ot mattez;&f. the phrases quoted in Pops Appliance Goxporatlon V.

/ Sga.nish River Pulp and Papes mns La. (lds R.P.C 23 at p.52)
I have_cgme o the conclugion that the invention poeeeaseé'éﬁb{ ¥

jact :m;t;gt," It 1s gead1ess'tqfégy that it lies in the judioious

>iation of known elements o;;qxpadientssrthatkQQfgxéﬁt departure

-
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_ //,fréi ieééi#ed{hathods ia%injoi;ééténd that %ficalleéwrather for a
hap%y exerciss of jﬁdgmeﬁt fou;ded ﬁfon éxperignce ;ﬁd Qszriment than
-for a stroke of intuition or séébéiative imagination. But nevertheles
thers was én ebs#ég;g fo ikljﬁg}éurmounged. ,Thg expedients wers at
hahd but no ;ﬁeiédvﬁads §h§ riéh£:§e1ect1on. By a judiecious éhbi_pe

am;ng thgm 5530@,.;s'i:¥£¥gk,tépén an appreciation of their.op;ration§
agd:muﬁual interaetionfﬁ:jéﬁ;;gg;e*ﬁag surmounted., The demgndixafor
s&gﬁ 5 bag'was'therezgit wae }ﬁpii§it’in the disadvéntages of'existiﬁg
meﬁ#é&a ;nd Préctioas;‘ The inyénﬁiﬁpvalcne sesms to ﬁave answered it
in my~opihion'enoughingenuity;ﬁggvneeded and is inherent in the

o géqoci&tioh or combination té,aﬁéﬁgtito;invention. I think that

,éﬁpjegt:mgttqr e}iaﬁsfithheifithfqlaimfgut morggqlgéxly in the second

SESEERRI R S CEONIE S R, S I




© tenth, twelfth, fourteenth,fifteenth,sixteenth and nineteenth claims.

I proceed to comsider the slleged anticipaticzs,

This case emphasises the'justicé'of ﬁhe observaticns made by kexd

Zuetioe Fletoher Moubtor (as he then was) in British Ore Concentration
Syndicste Ld v. Minerals sepgfrat'ion g_c_l_.(eé R,P,c.leu at . 1747

"It cannot be too oarefully kept in mind in patent law that in order
o rendeqé document a prior publication of an inventicn,it must be

“shown that it publishes to the werld tbe whole invention - i, @, all

- "that is material to instruct the’publio how to put the 1nven+ien in

“practice. It is not enoug a there shouldﬂbe suggestiens which

"taken with auggestione derive :from other and independsnt documents,
"may be shown to foreshadow the 1nventicn or. important steps in i%.
“&inoe the. date of the vigcrouﬁ protest by Lord Juetioe Jameg against

'1_“suﬁh a ’moiégb' of pricr publiqations this has been a universally
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"éccepted end mdsf salﬁt#ry prihciplé; It applies with'exceptional
"fords in cases whexe the aliegédhprior'publicatiops are the Specifica-
"ticns of unsuccessful ihvéntiéﬂs’wﬁiéh have’aoccrdingly never rassed
- "into public general knowledge but have rightly been forgottern.

< All my:g;perience emphasizee in my mind the justice of this rule.
"The 1ndu3tria1 and soientlfic problems which face mankind,are being
*attacked all over the world by busy inventive minds from the most

“varieu points of view. When some lucky inventor has been successful

"in solving the prodblem and « whether for the purposesof an actlon ox
"ctherwise - the records of past failure or incomplete success are A
"searohed it is common to find that suggestione or adumbrations of each
“of the various ttepe, by which he has achieved his resgult,are tc be
"found in some one or other of the works of those Who have gone bvefore
"him though in different connecticn and forming part of & different
fﬁ  "and probably uneuocessful process.v When such reccrde are selescted
V“from 8 mass of antecedent publlcations and put in an 1solated form

;Q/'“before xkn Court there is a danger of their giving rise tc a suspicicn

"of a gensral 1aek of novelty in the aucoessful invention. But it




5must bé _xxuﬁixinrifryéme‘mbe‘reé:vr;:hat" the‘é've‘alleged pricr pubrlications ‘
i " ar'e the product éf:fa _uiectic‘ri mé;dej" with a knowledge of the success- |
v~ "ful invention,and that ptobﬁbiy "huhdreds of prdpoaale équallp prowising
| "tut which point in wholly different directions,have been fmIXx Tejectec
®in the search bjr reason that the_ir wdx: 80, It ies somewhat aes though
"one were to decry the merit of a iﬁiopbeotor who had discovered that
" sands were aurifer;:.us by sho;oving that‘ after due rejection of most of
t‘“che'non«-me‘cal].icz rarticles fi'dm a handful of sand the gold may be mad

® to aprear visible to the naked eye."

Almost every word of this appears to be applmable not only tothe peper

antioipatiox_zs relied wpon but also to the instances of prior user,

/
-
-

I can deal quite shortly with 'ea'c.h of the anticipations cited. The

Lirst relied'on is an inventioh ﬁo 515& of 1906 by A.D.Ratee one of

£ %&oﬁ" JRR Y t:,,, ‘ - :
v\//-the inventors of the/\mhm.t_i;a:tee‘é. It ie a single ply valve bag of

-7
?‘:u



any material, Presumabiy:fhg“pétiticner qitéd this inventicn in re-

letion to the velve. But in any case I am prepared to believe that

valvee in cont&iﬁers form partiof the stock of common knowledge.

It is no anticipation. Ag t6 Priemfs7invention, No 12,223 of 1910,

it is ehough to say that it @i;%;é;?ps entire point of ielative wOVa~
bility bstween the plies wheiéyé:iﬁsésible and‘needlessly fastersd the
plies together vertically, Tﬁe!;u§5egt in;ention Ty providing a closul
at each eﬁdvand only at theveﬁaéf@éké§ it uﬁnecéasafy to 1{mit the
relative mo%abilit; ofltheVp;;é;f;;t;;yhéther}point; Any fixed con-

nection cf two plies at any ﬁoiﬁ#@xcept the ends is therefore due to

'v’some causge or requirement whiéh;iéxacéidantal and forms ne part of the

ubject invention which depreoa”a  §§& 1imitation of movability,

w®

emiéyihvéntion is np*an@iéip tion.

:
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of an American patent of 1912 - (N6;.1029893) alleged to have been

published at the Perth Public Library. This citation wag/mot pressed

in argument, I anm notrclca»rr that prbof was offered/in proper form bdut
in any caseg the suggssition ,thart' itie ah anti€ipation must fail, I

relates to the making of linsd paper }

'gs ~ bags made with the inmer
and outer walls of different ma :iala. It shows that paper bags may
be made of separate rollsg of pap(ér forr th,e inner and oute'r\ bags with

freedom of relative movement ‘téu?lthé whole objectkxar of ths invention

 isdifferent ffom thet of the_squéc;jpé;ent. The relative movement
enable the bags to slip one from another as the bags are filleci '

expand?d. Wl;ere strength is " desired at the bottom of the bag tha
'WMWW&@MW 1llustra.t°s
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odal-features. To 5891 of 192:27;7&1,10,’6&2‘ invention &‘A.D.Bates is for

& process and apparatus YO m aicing ‘and TITTIHE bags:  The bag is a sif;gi

v Ply bag of any material}eiisxéséixyyﬁ 1h§z1uding parer. The inventicn is fo

& machine for the manufactﬁre;ci;bégé; The machine produces a tube of

eboth o oAlis,
material sewn at the longitudinal ;oint in the case of AFoven fabricfes

/ﬁdma/f/iar afki"'t heoled Gcbrs

e&e-th and pasted in the case of paper.« It does xxx ;qrovide forx ’olosing

A

& section cut off the tube tra,pévé:éely by sewing and in the case o f

' :ﬁaﬁer rrovides for g reinforcing trip. Except for these features it is

‘-not in po:.nt

The next question is whethe:c the alleged invention was actually

communicated in Australia to th bxic before 1t réceived protection.

"Ti:z"e"qge-stion a}riaes from the ei. stance that at or about the time the

Savardad . s e e ey e e e e e Lt b el




the task of forming & company or syndicate in Australia to exploit the
, V/ ipﬁentionjghoﬁéd and’sxpléineq it to several persons, The patent was

aprlied for on 17thrFebmaty‘,~1925: a’.‘ﬁd"l :,:!!c,Auliffs ‘arrived here on 6th

E‘ebrﬁa:y 1925, A question of fact a:’r__ri'fa_eé“ whether I am satisfied that

the invention was thus expla{igﬁédfi‘be'féjijie% ‘bhe 17th February 1925. Mchu~

liffe gave évidehce. His credi 1 y,was a‘btacked on grounds which I

fyo%d Say iy TAct / e—jwe./f(o/— prich _fé"'h A "(4(. Kerccza o v r aqec//;{.y
; need no% enter into7\1t will icient for me to state my canclu——

;s,;:lgx@s;" i.j'rha*i'e ‘are two 'Questi'on, 'f;whg-i;her"the bage were shown and at

hat dates. Upon the first quest ‘ﬁ,_i‘. think the bage were ehown in




Hotel

“hustralia Sydney toFilliaus

'inépéction bnyilliaﬁéland %hé;9§ T ?ép;ohs abovenamedocourred before

+/ the 17th February 1925,  Apart from the statute the fact that,prior

/

‘knew of the invention would‘avéid the grant; see per Fry L.J. Humpherson

‘secrecy arising from confidence or §§d:faith towards the patentees

. Syer( R.P.C.HO7 at p. Mk,

h bég;ﬁas eh¢wn,by MbAuliffé;wﬁi uﬁd@rrany duj&'éf,sgorscy‘cr in any

¥
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of‘ccnfidenoo T blization of good faith., Whé;t S

QHcAuliffé's duty was te his prineipals ia immaterial, the question is

%fwkat;kppwledge‘waa imparted to,pg 8o éntitled to use it as membere of

;ikéipnilie, But in my opiniépign;gnaﬁér to this ground of the petition

- is given by section 124 of the Patents Mot 1903 - 1921, This section,

tﬁrnThe fact that an invention a8 b ntexhibited or teeted either
 "pub1ic1y or privately shal not in'itself be deemed & ground. for

“refu51rg a patont

'"Provided that any publlo exhibltion or testing mugt have been within

“one year ‘of the date of the i ‘or lodginO his applicaticn for a

“*_"patent"

'?§°Vi519? ispuzzling and an examination ©Of the previous State



: mre?nac tment,




e jd“glected;’,‘_otf‘jibe'rn‘}.:lyfb‘.l;ed“'to_'s'e"é"u'i a V'V'mfm'})érs' of & specified class or

 the like. I think tha beg wae submitted for inepection by persons

 chosen by MeAuliffe individa.ialrlyf;béggusde of their probable or prospec—

 tive interest in the matter.  What was done was,in my opinionm, justifi

ed under eection‘leh_és privé{e-pxhibitién of the invention.

It was argued that all seotieniZ&"_ga.YS is that exhibition ehall be no

grouhd‘ for refusing a pyat‘ént an hatit wags not in point when the

crugetion: wag one of revocation,
I do not agree with this,varfgvmsnﬁ.' The reason for zexasaking v
révokir_g‘ a patent granted for an ﬁvﬁeﬁtiqn previously disclosed was

beern granted. If notwit‘hste.rnding.’
: &b
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the prior disclosure the patent was properly granted it ought not to
be revoked.

The last ground of attack upon the patent wae that the specificat

tion was insufficient and avoidably obscurs and ambiguous,.
This attack is based on the use at various placss of importance

in the specification of vague or insxact sxprassions,

The particulara of objections under this head are «
"The specification of the said Lettere Patemt is vague ambiguous and un-
"certain inaemuch as the claiming clauses thereof do not sufficiently in-
"dicate the invention or inventions in respect of which a monopoly is
*olaimed,

No greater particularity was sought by the respondent and none
vouchsafied by ths petitioner.

The language was criticized which describes the purpose of the
invention as being to furnish bags for "heavy" service, to contain a
"heavy" charge, and to stand "rough usage", It was asked what was meant

by "several” plies and a "Plurality" of pliss. What thickness of
raper was specified ? What are the places subjected to bending and

what is "relative movability of the plies" thers required? Does the
specification make entire fresedom between the plies part of the 5.




‘invention? - When it speaks of stepling or the like" what is

covered by "the like"?  Thes ilar criticisime were inter-
: 39é§§i§6§ in ihe‘aigumént of other questions requiring reference to the

epecification and it is not es xactly how far the petitioner

pressesythiéfgrauhd”éﬁd,on ﬁh

v~ Put I think the speeifier fulfilled his obligation of gesoriving

_dig§%ly:tbe_ambii,of,théiMOhbﬁl,
Yot ST E AT VA
the invention into effect.

The purpose for which th ‘
'Woédé{of@p:eoision, Thickness o

nd roufghneyﬂg Of handling are a'l
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es a container ie expected to use some common sense oxr judgment in

choosing the material and the number of plies in reference to the goodg
to be put in it and the usage it is likely to eiperienoe in the course
of handling. So the places subjected to bending depend upon the dimenr
sions of the bag/the uee or absence of the bellows fél?}and the nature

of the charge.

148 to the words "the like" they obviously are used ic prevent in-
fringement by resott to some equivalent of sewing or stapling which the
specifier cannot exactlyforesee, I have already expressed ny orinion
upon the meaning of the specificationnin relation to the complete
movab#lity of the plies inter se. c&l have not thought it necessary to

congider the validity of every claim, I & not think the Gourt ought y
. o
5 \
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ll’u‘ - .
Crin oL A b forne, Mﬁ'gﬁ,
to revoke single claims where the substance of the patent is uphel}‘

On the whole case I think the petition fails and should be dis-

missed with coste including the coste of the shorthand notes.t r//,

m lre Ko 4:«/2& Wr%_éc)-
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