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m&FIEBT & WEIGHT LTD.

v .

THE NATIONAL MACHINERY CO.

O R D E R

All questions for determination are answered in 
the affirmative.

Adjourn further consideration of the petitions. 
Liberty to both parties to apply.



MARELEET & WEIGHT LTD. 

v .

THE KATIOHAL MACHINERY GO*

FIUDIHGS WEBB J .



V.

THE RATIONAL MACHINERY CSO,

M&RELEET & WEIGHT LTD*

FINDINGS. WEBB J .

This  i s  th e  t r i a l  o f  i s s u e s  d i r e c te d  i n  p ro ceed in g s  

by way o f  p e t i t i o n  fo r  th e  r e v o c a t io n  o f  P a t e n t s  Nos. 154-733 and 

155572 i n  th e  name o f  th e  re s p o n d e n t .  The p e t i t i o n e r  h a s  a lso  

i n s t i t u t e d  an a c t i o n  under s . 120 o f  th e  P a t e n t s  Act on th e  

assum ption  t h a t  th e  p a te n t s  m ight n o t  be rev o k ed .

The s u b je c t  m a t te r  o f  th e  p a t e n t s  i s  an  a p p a ra tu s  

f o r  m eta l  r o l l i n g  m i l l s .  No. 154-733 covers  th e  c o n s t r u c t i o n  o f  

th e  machine i t s e l f ;  No.155572 r e l a t e s  to  th e  method o f  secu r in g  

th e  r o l l e r  to th e  s h a f t .  The s p e c i f i c a t i o n s  c la im  a r o l l i n g  

m i l l  which com prises i n  com bination  a p a i r  o f  o p e r a t in g  g a p - r o l l s ,  

a con tinuous  r o t a t i n g  f ly -w h e e l ,  a c lu tc h  f o r  t r a n s m i t t i n g  f l y ­

wheel r o t a t i o n  to th e  r o l l s  and a b rak e  f o r  a r r e s t i n g  r o t a t i o n  

©f th e  r o l l e r s ,  being an au to m atic  s to ck  gauge mounted o n ' t h e  

m i l l  i n  a lignm ent w ith  th e  r o l l e r  to be engaged by a b lan k  p assed  

th rough  th e  gap i n  t h e . r o l l s .  I f ,  say , an  o rd in a ry  two-ended 

spanner i s  to be made a p ie c e  o f  i r o n  i s  h e a te d  u n t i l  re d  h o t ,  

b u t  b e fo re  th e  a c tu a l  fo rg in g  i s  done t h i s  red  h o t  i r o n  i s  p u t  

in to  something l i k e  th e  shape o f  th e  spanner by a p refo rm ing  

o p e r a t i o n  done by th e  r o l l s ,  which, when th e  shaping i s  done, 

a u to m a t ic a l ly  r e t u r n s  th e  rough ly  shaped m e ta l  tow ards th e  

o p e r a t o r .  I t  i s  th e n  stamped in to  i t s  f i n a l  shape by an a d ja c e n t  

drop-hammer. These r o l l i n g  m i l l s  a re  term ed r e d u c e r o l l s  and 

a re  i n  d i f f e r e n t  s i z e s ,  in c lu d in g  No-2 and No.6 .

The h i s t o r y  o f  th e  p ro ce ed in g s  i s  b r i e f l y  t h a t  

i n  O ctober 1953 a company c a l l e d  th e  N a t io n a l  Forge P ty .  L t d . ,  

whose e n g in ee r in g  works a re  a t  F o o tsc ray  i n  M elbourne, gave an  

o rd e r  to  th e  p e t i t i o n e r  f o r  a r e d u c e r o l l  c a l l e d  Massey 3 v a lu ed  

a t  about £10, 000 , n o t  m anufactured  by t h e  r e sp o n d e n t ,  fo r  

d e l iv e ry  on O ctober 1954-. However, i n  May 1954- th e  re sp o n d e n t ,



hav ing  h e a rd  o f  t h i s  o r d e r ,  th rough  i t s  p a t e n t s ’ a t t o r n e y s  t o l d  

th e  N a t io n a l  Forge P ty .  L td .  t h a t  t h i s  Massey 3 i n f r i n g e d  P a t e n t  

No.154733* The N a tio n a l  Forge P t y .  L td .  c a l l e d  th e  p e t i t i o n e r ’ s 

a t t e n t i o n  to  t h i s  communication and e v e n tu a l ly  th e  l a t t e r  

p e t i t i o n e d  f o r  th e  r e v o c a t io n  o f  th e  p a t e n t  on s e v e r a l  grounds, 

in c lu d in g  p r i o r  p u b l i c a t i o n .  Thereupon th e  re sp o n d en t  also 
c i t e d  P a te n t  No.155572 and th e  p e t i t i o n e r  i n s t i t u t e d  an a c t i o n  

under s . 120 o f  th e  P a t e n t s  Act under a d e c l a r a t i o n  o f  non­

in f r in g e m e n t .  S t i l l  l a t e r ,  presumably on th e  r e c e i p t  o f  

f a r t h e r  ad v ice  o r  in fo rm a t io n ,  t h e  p e t i t i o n e r  p re s e n te d  a second 

p e t i t i o n  f o r  th e  r e v o c a t io n  o f  P a te n t  N o.155572, a lso  on  th e  

grounds among o th e r s  o f  p r i o r  p u b l i c a t i o n .  For r e a s o n s  t h a t  

need n o t  be s t a t e d  th e  p r i o r i t y  d a te s  o f  th e s e  pa-ten ts  were 

20th  Ju n e  1952 and 30th  Ju n e  1952. N othing tu rn s  on th e  

d i f f e r e n c e  betw een th e s e  two d a t e s .

I n  p re s e n t in g  th e s e  two p e t i t i o n s  t h e  p e t i t i o n e r  

r e l i e d  on  th e  p a r t i c u l a r  f e a t u r e s  o f  t h e  respondent*  s 

r e d u e e r o l l s  hav ing  been  p u b l ish e d  i n  A u s t r a l i a  b e f o r e  the  

p r i o r i t y  d a te s  o f  the  p a te n t s  by re a s o n  o f  t h e  s a l e  and d e l iv e r y  

o f  a N o.2 and No. 6 r e d u c e r o l l  to  th e  N a t io n a l  Forge P ty .  L td .  

i n  A p ri l  and l a y  1952 and th e  u s e  o f  th e  N o.2 r o l l  b e f o r e  

th e  end o f  Ju n e  1952; and a ls o  by . r e a so n  o f  th e  s a l e  and

d e l iv e r y  e a r ly  i n  l a y  1952 o f  a N o .2 r e d u c e r o l l  to  Siddons Drop

F e rg in g s  P ty .  L t d . ,  whose e n g in ee r in g  works were s i t u a t e d  a t  

C l i f t o n  H i l l  and H e id e lb e rg  i n  M elbourne; and i t s  u s e  by th e  

l a t t e r  company b e fo re  th e  end o f  May 1952.

The i s s u e s  f o r  d e te rm in a t io n  a r e : -

(1) Whether th e  r e d u c e r o l l  m achines, which a r e
adm itted  to  have been  d e l iv e re d  to  N a t io n a l  

. Forge P ty .  L td .  and to  Siddons Drop F o rg in g s
P ty .  L t d . ,  in c o rp o ra te d  any o f  th e  f e a t u r e s
claim ed under th e  complete, s p e c i f i c a t i o n :  and
i f  s©

(2) Whether

(a) s a l e s , o f  th e s e  machines to  th e  N a t io n a l
Forge P ty .  L td .  and t© Siddons Drop 
F o rg ings  P ty .  L td .

(b) th e  s a id  d e l i v e r i e s ;

(c )  th e  assembly o f  th e  m achines;
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(d) th e  u s e  o f  t h e  s a id  machines c o n s t i t u t e d
a p u b l i c a t i o n  o f  th e  i n v e n t io n  p r i o r  to  th e  
p r i o r i t y  d a te s .

Evidence was c a l l e d  by t h e  p e t i t i o n e r  as to  the  

s a l e  and d e l iv e r y  o f  th e s e  machines to  N a t io n a l  Forge P ty .  L td .  

and S iddons  Drop F o rg in g s  P ty .  L td .  and as  to  th e  c o n s t r u c t i o n  

o f  th e  m achines and t h e i r  o p e r a t io n .  The re sp o n d en t  d id  n o t  

c a l l  e v id e n c e .  As was to  be expected  th e  ev idence  o f  th e  

d a te s  o f  s a l e  and d e l iv e r y  was m ainly  i n  in v o ic e s  f o r  th e  

m achines and book e n t r i e s  o f  payments. The ev id en ce  o f  an 

e x p e r t  w i tn e s s  l e f t  no doubt t h a t  a l l  t h r e e  machines embodied 

th e  f e a t u r e s  claimed i n  th e  s p e c i f i c a t i o n s  o f  bo th  p a t e n t s .

I  f in d  th e n  t h a t  a l l  t h r e e  machines d e l iv e r e d  to  th e s e  two 

companies in c o rp o ra te d  th e  f e a t u r e s  o f  b o th  p a t e n t s  and d id  so 

a t  th e  t im e  o f  t h e i r  d e l iv e ry  to  th o s e  two companies and t h a t  no 

m a te r i a l  a l t e r a t i o n s  were made su b se q u e n t ly .  I  a lso  f i n d  t h a t  

th e  d e l i v e r y  o f  a l l  t h r e e  machines was made b e fo re  th e  2Dth 

Ju n e  1952 , t h a t  i s  to say b e fo re  th e  e a r l i e r  o f  th e  two p r i o r i t y  

d a te s ,  and t h a t  d e l iv e r y  o f  a l l  machines was made i n  c r a t e s .

The e x a c t  d a te s  when th e s e  c r a t e s  were opened do no t  appear 

i n  th e  e a s e  o f  th e  two machines d e l iv e r e d  to  th e  N a t io n a l  Forge 

P ty .  L td .  , bu t I  f in d  t h a t  i n  the  case  o f  each machine t h i s  was 

sometime b e fo re  th e  20th  June  1952. However, I  am u n a b le  to  

f i n d  t h a t  e i t h e r  machine was i n  u s e  b e f o r e  th e  30th Ju n e  1952.

I n  t h e  ab sen ce  o f  su p p o rt in g  r e c o rd s  I  am n o t  s a t i s f i e d  to  a c t  

on  th e  r e c o l l e c t i o n  o f  th e  g e n e ra l  manager o f  th e  N a t io n a l  Forge 

P ty .  L t d -  t h a t  th e r e  was u se  o f  th e  machine b e fo re  th e  end o f  

J u n e .  B a t  i n  th e  r e s u l t  t h i s  i s  o f  no im p o r tan ce .  * I  f in d  

t h a t  No. 6  -was no t i n  u s e  u n t i l  J u ly  1952. But i n  th e  case  

o f  r e d u c e r o l l  No.2 d e l iv e r e d  to Siddons Drop F o rg in g s  P ty .  L t d . ,

I  f in d  t b a t  th e  c r a t e  was opened and th e  r e d u c e r o l l  i n  u s e  b e fo re  

th e  end o f  l a y  1952. I n  so doing, I  a cc e p t  as  t r u e  th e  ev idence  

o f  H annal’ord  who was th e  fo rg e  manager o f  Siddons Drop F o rg in g s  

P ty .  L t d .  when th e  r e d u c e r o l l  was d e l iv e r e d  to  th e  company. 

H annafo rd  f ix e d  th e  tim e when th e  machine began to  be u sed  by 

th e  f a c t  t h a t  he was on h o l id a y s  du ring  May and on  h i s  r e t u r n
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from h i s  h o l id a y s  on th e  28th  May 1952 he found th e  machine 

was i n  u s e .  This w i tn e s s  t o l d  a c o n s i s t e n t  s t o r y .  However, 

h i s  ev idence  d i f f e r e d  from t h a t  o f  th e  managing l i r e c t o r  

o f  Siddons Drop F o rg ings  P ty .  L td .  as to  the  p la c e  o f  d e l iv e ry  

o f  th e  machine. Hannaford s a id  t h a t  t h i s  was a t  H e id e lb e rg  

and th e  managing g i r e e t o r  o f  Siddons s a id  t h a t  i t  was a t  

C l i f t o n  H i l l .  But th e  l a t t e r  d id  n o t  t e l l  a c o n s i s t e n t  s t o r y f  

I n  c ro s s -e x a m in a t io n  he  s a id  he m ight o r  m ight no t have  been  

i n  Melbourne i n  l a y  or June 1952, and w i th in  a m inute  o r  two 

i n  r e -e x a m in a t io n  h e  s a id  he  was i n  M elbourne when th e  machine 

was d e l iv e r e d .  I n  th e  absence  o f  su p p o r t in g  documents I  do 

n o t  f e e l  t h a t  1 should re g a rd  him as a r e l i a b l e  w i tn e s s .  

C e r ta in ly  i f  I  d id  so I  would be  l e f t  i n  such a doubt as I  

could  n o t  r e s o lv e  i n  th e  p e t i t i o n e r ’ s f a v o u r .

I t  was conceded by th e  counsel f o r  th e  re sp o n d e n t ,  

r i g h t l y  I th in k ,  t h a t  i f  I  accep ted  H a n n a fo rd 's  ev idence , as 

I  do, th e n  t h a t  would be  th e  end o f  th e  m a t te r .

I t  becomes u n n ecessa ry  th e n  to d ea l  w ith  th e  p o in t s

o f  law r a i s e d  b u t  I  f a i l  to  see why on d e l iv e r y  o f  t h e  m achines,

and even b e fo re  they  were ta k e n  o u t  o f  th e  c r a t e s ,  t h e r e  was

no t p u b l i c a t io n ,  as th e  p u rc h a se rs  th e reb y  a cq u ired  th e  means

o f  knowledge o f  th e  in v e n t io n .  See S tah lw erk  Becker

Aktieng es.ell.scha f t  Vs. Pa t e n t  36 R .P .C . 13 per Lord F in la y  L .C .

and Lord  Shaw o f  Dunferm line a t  p . 19* P o s s e s s io n  o f  the

machine w ith  th e  r i g h t  to  open th e  c r a t e  would appear to  g iv e

th e  means o f  knowledge to th e  p u rc h a se r  and t h a t  would be

enough to  e s t a b l i s h  p r i o r  p u b l i c a t i o n ;  so too would s a l e  o r  
agreem ent to  s e l l  w ith  th e  r i g h t  to  d e l i v e r y .

A ccordingly , I  f in d  f o r  th e  p e t i t i o n e r  on  th e

i s s u e s  and a d jo u rn  f u r t h e r  c o n s id e r a t io n  o f  th e  m a t te r  w ith  

l i b e r t y  to  bo th  p a r t i e s  to  a p p ly .
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